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UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

 

INTRI–PLEX TECHNOLOGIES, INC. and MMI HOLDINGS, LTD., 

Petitioner,  

 

v. 

 

SAINT-GOBAIN PERFORMANCE PLASTICS RENCOL LIMITED, 

Patent Owner. 

____________ 

 

Case IPR2014–00309 

Patent 8,228,640 B2 

____________ 

 

 

Before MICHAEL W. KIM, WILLIAM A. CAPP, and 

FRANCES L. IPPOLITO, Administrative Patent Judges. 

 

CAPP, Administrative Patent Judge. 

 

ORDER DENYING 

PATENT OWNER’S POST-HEARING MOTION TO EXPUNGE 

37 C.F.R. §§ 42.56  
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Pursuant to an Order entered August 7, 2015 (Paper 87), Patent 

Owner Saint-Gobain Performance Plastics Rencol Limited (“Saint-Gobain”) 

filed a Motion To Expunge The Sealed Versions of Exhibits 1024 and 1025.  

Paper 88.  Petitioner Intri-Plex Technologies, Inc. and MMI Holdings, Ltd.’s 

(collectively, “Intri-Plex”) filed an Opposition to Saint-Gobain’s Motion.  

Paper 90 (“Opp.”).  Saint-Gobain filed a Reply.  Paper 90 (“Reply”).
1
   

After considering the respective submissions of the parties, we DENY 

Saint-Gobain’s Motion and Order that Exhibits 1024 and 1025 be unsealed. 

ANALYSIS 

Our rules provide that after final judgment in a trial, a party may file a 

motion to expunge confidential information from the record.  37 C.F.R. 

§ 42.56.  Our Office Patent Trial Practice Guide provides that “The rule 

[(referring to §42.56)] balances the needs of the parties to submit 

confidential information with the public interest in maintaining a complete 

and understandable file history for public notice purposes.” 77 Fed. Reg. 

48756, 48761 (Aug. 14, 2012).  This same balancing governs the sealing of 

confidential information.  Id., at 48760 (“the rules aim to strike a balance 

between the public’s interest in maintaining a complete and understandable 

file history and the parties’ interest in protecting truly sensitive 

information.”). 

Intri-Plex challenges the filing of Saint-Gobain’s motion as untimely.  

Paper 90, 1–4.  We exercise our discretion to dispose of the parties’ 

                                           
1
 A conference call was held before Judges Kim, Capp, and Ippolito on 

August 6, 2015, after which the Board authorized the filing of Saint-

Gobain’s Motion.  Order, Paper 87. 
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respective contentions on the merits and do not reach the issue of whether 

Saint-Gobain’s Motion is timely. 

Exhibits 1024 and 1025 are depositions on cross-examination of two 

Saint-Gobain employees:  Niki Woodhead (Exhibit 1024) and Andrew 

Slayne (Exhibit 1025).  Messrs. Woodhead and Slayne are named inventors 

on the ’640 Patent that was challenged in the instant IPR proceeding.  

Ex. 1001. 

In support of the instant motion, Saint-Gobain submitted redacted 

versions of Exhibits 1024 and 1025 that it desires to substitute in lieu of 

previously redacted versions of the depositions.  Exhibits 2045 and 2046.   

Saint-Gobain represents that it has narrowed the amount of testimony in 

these two depositions that it desires to maintain under seal vis-à-vis the 

previously redacted versions of the deposition transcripts.  To assist our 

review of the motion, Saint-Gobain also submitted, under seal, additional 

versions of the depositions with color highlighting indicating those portions 

of the transcript that Saint-Gobain desires to maintain under seal.  Exhibits 

2043 and 2044. 

Saint-Gobain contends that the Woodhead and Slayne depositions 

contain confidential materials falling into one or more of the following 

categories
2
: 

A.  Manufacturing Practices; 

B.  Customer Information; and 

C.  Sales Insights and Customer Negotiations. 

                                           
2
 Saint-Gobain further requests expungement of the entire indices for each 

transcript based on the alleged confidentiality of these categories of 

information.  For the same reasons discussed below, we deny Saint-Gobain’s 

request.  Mot. 12. 
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A. Manufacturing Practices 

With respect to Saint-Gobain’s manufacturing practices, Saint-Gobain 

argues that Intri-Plex’s trial counsel went far afield in the questioning of 

Woodhead and Slayne, delving into information that is not relevant to this 

proceeding and which the Board did not rely on in rendering its Final 

Decision.  Paper 88, 4.  We agree with Saint-Gobain that Intri-Plex ’s 

counsel’s questioning wandered into areas that were not necessary for 

development of the evidentiary record in this case.  However, the mere fact 

that information is not relevant does not make it confidential. 

The commercial embodiment of Saint-Gobain’s patented tolerance 

ring is made from a small blank of sheet metal.  The sheet metal blank is 

then formed into a tolerance ring by various stamping and bending methods 

and means that we discern to be rudimentary and conventional sheet metal 

fabrication techniques.  We are of the opinion that a person of ordinary skill 

in the art would immediately recognize how to manufacture such a tolerance 

ring following a brief inspection of a product sample.  Moreover, the 

disclosure of Saint-Gobain’s invention in the Specification of the ’640 

Patent already instructs a person of ordinary skill in the art how to make and 

use the invention.   

We have weighed Saint-Gobain’s interest in the confidentiality, or 

lack thereof, in the manufacturing process testimony in the Woodhead and 

Slayne depositions and compared it to the public interest in having access to 

the record of the Board’s proceedings.  Such weighing process militates in 

favor of denying the motion to expunge and unsealing the transcripts for 

public inspection.  
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B. Customer Related Information 

Saint-Gobain identifies two categories of customer related 

information in its motion with headings at pages 8 and 10 respectively.  We 

find it expedient to treat these two categories together. 

Saint-Gobain seeks to redact each and every mention of the name of 

one of its customers.  We do not view the names of Saint-Gobain’s 

customers to be sufficiently confidential to merit the protection sought.  The 

evidence at trial showed that Saint-Gobain has essentially cornered the 

market for tolerance rings used in Winchester disk type hard drives.  The 

evidence also showed that there are only a handful of manufacturers of 

Winchester disk hard drives worldwide and their identities are well known.  

We are not persuaded that Saint-Gobain’s interest in concealing the names 

of its customer’s outweighs the public interest in the record in a complete 

and understandable record of this proceeding. 

Next, Saint-Gobain contends that we should permit redaction of 

customer-specific contract terms and information, and “sales insights.”  

Paper 88, 10.  We have reviewed the portions of the transcripts that Saint-

Gobain seeks to maintain under seal.  We do not discern that any of the 

testimony is of such sensitivity that Saint-Gobain will experience 

commercial harm if the subject testimony is disclosed to the public. 

At most, the subject testimony tends to show that Saint-Gobain 

advised its customers and potential customers that it had been granted patent 

protection on its tolerance ring design.  The testimony further showed that 

Saint-Gobain leveraged its patent position to advantage in commercial 

negotiations with its customers.  The testimony relates such facts at a very 

general, non-specific level.  There are no specific details in the testimony 
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that strike us as possibly subjecting Saint-Gobain to commercial harm if the 

testimony is disclosed to the public.  It is widely understood and a matter of 

established law that a United States Patent gives the patent owner the right to 

exclude others from making, using, selling, or importing the invention.  See 

35 U.S.C. § 271.  The prospect that Saint-Gobain may have availed itself of 

the commercial benefits of its patent grant in negotiating with customers and 

potential customers does not, without more, justify sealing portions of the 

record of this proceeding from public disclosure.   

ORDER 

In view of the foregoing, it is hereby ORDERED as follows: 

(1) Saint-Gobain’s Motion to Expunge (Paper 88) is DENIED; and  

(2) Exhibit 1024 (the Woodhead deposition transcript) and Exhibit 

1025 (the Slayne deposition transcript) shall be UNSEALED forty-five (45) 

days after entry of this Order.   
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FOR PETITIONER: 

Albin H. Gess 

Sina S. Aria 

SNELL & WILMER L.L.P. 

agess@swlaw.com 

saria@swlaw.com 

 

 

FOR PATENT OWNER: 

Edmund J. Walsh 

Gerald B. Hrycyszyn 

WOLF, GREENFIELD & SACKS, P.C. 

ewalsh–PTAB@wolfgreenfield.com 

GHrycyszyn–PTAB@wolfgreenfield.com 
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