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UNITED STATES PATENT AND TRADEMARK OFFICE 

_______________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
_______________ 

KINGSTON TECHNOLOGY COMPANY, INC., 
Petitioner, 

v. 

CATR CO., LTD., 
Patent Owner. 

_______________ 
 

Case IPR2015-00149 
Patent 6,926,544 B2 
_______________ 

 
 

Before THOMAS L. GIANNETTI, BART A. GERSTENBLITH, and 
DAVID C. McKONE, Administrative Patent Judges. 
 
GERSTENBLITH, Administrative Patent Judge. 
 

DECISION 
Granting Patent Owner’s Motion for Additional Discovery 

37 C.F.R. § 42.51(b)(2) 
 

I. INTRODUCTION 

Pursuant to our Order dated May 26, 2015 (Paper 17; “Order”), Patent 

Owner filed a Motion for Additional Discovery (Paper 16; “Mot.”), 

Petitioner filed an Opposition (Paper 19; “Opp.”), and Patent Owner filed a 

Reply (Paper 21; “Reply”).  As set forth in our Order, and as discussed 
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during the initial conference call on May 20, 2015, Patent Owner seeks 

additional discovery from Petitioner related to objective indicia of 

nonobviousness, particularly the financial performance of Petitioner’s 

allegedly infringing products and industry praise of such products.  Order 2.  

As memorialized in our Order, Patent Owner indicated that it sought 

authorization to request document production, but may also seek 

authorization at a later date for a deposition depending upon Petitioner’s 

document production.  Id.  Thus, we authorized Patent Owner to file a 

motion for additional discovery along with proposed document requests.  

Id. at 3.  We did not authorize any other additional discovery.  See generally 

id. 

Patent Owner filed several exhibits along with its Motion, including 

four proposed document requests (Exhibit 2001) and four proposed 

interrogatories (Exhibit 2002).  Patent Owner was not authorized to propose 

interrogatories and, therefore, Patent Owner’s Motion as it applies to 

Exhibit 2002 is denied.  Herein, we address Patent Owner’s Motion as it 

applies to the four document requests of Exhibit 2001.  As discussed below, 

Patent Owner’s Motion is granted-in-part. 

II. DISCUSSION 

Additional discovery may be ordered if the party moving for the 

discovery shows “that such additional discovery is in the interests of 

justice.”  37 C.F.R. § 42.51(b)(2); accord 35 U.S.C. § 316(a)(5) (requiring 

discovery in inter partes review proceedings to be limited to “what is . . . 

necessary in the interest of justice”).  We generally consider five factors 

(“the Garmin factors”) in determining whether additional discovery is in the 

interests of justice.  See Garmin Int’l, Inc. v. Cuozzo Speed Techs. LLC, 
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IPR2012-00001, slip op. at 6–7 (PTAB Mar. 5, 2013) (Paper 26) 

(informative) (“Garmin”). 

A. Whether Something Useful Will Be Found 

The first Garmin factor is whether there exists more than a “mere 

possibility” or “mere allegation that something useful [to the proceeding] 

will be found.”  Garmin 6.  Under this factor, a party should be in possession 

of evidence tending to show beyond speculation that something useful will 

be uncovered.  Id.  The discovery-seeking party must set forth a threshold 

amount of evidence tending to show that the discovery it seeks factually 

supports its contention.  See Garmin 8–9. 

With respect to Patent Owner’s first document request, which seeks 

financial results pertaining to Petitioner’s DataTraveler 101 G2 product, 

Patent Owner submitted a claim chart (Exhibit 2004) allegedly showing that 

Petitioner’s product practices several claims of U.S. Patent No. 6,926,544 

(“the ’544 patent”).  Mot. 3 (citing Ex. 2004).  Patent Owner contends that 

the claim chart shows that Petitioner’s product is “coextensive with the 

claim language, triggering a presumption of nexus.”  Id.  Patent Owner also 

asserts that, even if there were no presumption of nexus, consumers have 

singled out the patented features, in particular, the swivel cover, for praise in 

consumer reviews.  Id. (citing Ex. 2005 (Amazon.com reviews)).1  Patent 

Owner asserts that these facts provide more than a mere possibility that 

something useful, e.g., that Petitioner’s product is commercially successful, 

will be found. 

                                           
1 For the purpose of deciding Patent Owner’s Motion, we need not determine 
whether Exhibit 2005 is admissible.  We need only determine whether it 
supports Patent Owner’s position that there is a more than a mere possibility 
that something useful will be found. 



IPR2015-00149 
Patent 6,926,544 B2 
 

 
 

4

In response, Petitioner asserts that Patent Owner has not shown more 

than a mere possibility that Petitioner’s product is commercially successful 

because Patent Owner has not provided evidence “of both the size of the 

relevant market (here USB drives) and that the product sale would likely be 

significant to that market.”  Opp. 2 (citation omitted). 

In its Reply, Patent Owner contends that the proper market to analyze 

“is not USB flash memories as a whole, but USB flash memories with an 

attached cover.”  Reply 3–4.  Patent Owner asserts that “the infringing 

design has taken over the entire market” and, thus, “substantial sales alone 

would show commercial success.”  Id. at 4. 

We need not decide at this stage whether Patent Owner or Petitioner 

has correctly defined the relevant market, nor do we need to decide whether 

there is evidence of the size of the market.  While these may be relevant 

facts when determining the ultimate question of whether Petitioner’s product 

is commercially successful, at this stage we determine that Patent Owner’s 

claim chart supports Patent Owner’s first document request.2 

Patent Owner’s second and third document requests seek consumer 

feedback received by Petitioner concerning the product’s form factor 

(request no. 2), and feedback other than other consumer feedback (e.g., 

industry press) concerning the product’s form factor (request no. 3), 

respectively.  This information is relevant to whether Petitioner’s product 

received praise in the industry, a secondary consideration of 

nonobviousness.  Although Patent Owner’s Motion speculates as to whether 

Petitioner receives and maintains such feedback, it is typical that a business 
                                           
2 Patent Owner does not manufacture a product practicing the ’544 patent 
claims; thus, Patent Owner cannot base an argument of commercial success 
on its own product sales. 
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may receive and maintain such records.  Further,  Petitioner acknowledges 

that it may have responsive documents.  Opp. 3. 

Patent Owner’s claim chart and the Amazon.com reviews, however, 

do not support Patent Owner’s fourth document request seeking documents 

evidencing Petitioner’s “initial decision to commercialize a product having 

the DataTraveler 101 G2 form factor of an attached swivel cover for a USB 

memory device.”  Ex. 2001, 1.  Petitioner asserts that Patent Owner fails to 

identify a product produced by Patent Owner that Petitioner could have 

copied.  Opp. 4.  In its Reply, Patent Owner contends that Petitioner could 

have copied “other designs that copy the patent” and that this “would qualify 

as copying under the caselaw.”  Reply 4–5.  Patent Owner’s assertion that 

Petitioner could have copied a product that, in turn, copied the ’544 patent 

claims, without more, is precisely the type of allegation sought to be avoided 

by the requirement that there be more than a mere possibility or allegation 

that something useful will be found.  Accordingly, Patent Owner’s claim 

chart and the Amazon.com reviews do not support Patent Owner’s fourth 

document request. 

B. Litigation Positions and Underlying Basis 

Petitioner asserts that the parties’ district court litigation is currently 

stayed and that Patent Owner’s requests are “an ‘end-run’ around” the 

district court’s stay, providing Patent Owner an unfair and unjustified 

advantage in discussions between the parties.  Opp. 7. 

Patent Owner responds that co-pending, yet stayed, litigation does not 

and cannot negate discoverability here, or that would mean objective indicia 

are not discoverable in a post-grant proceeding.  Reply 5.  Rather, Patent 

Owner asserts that what is important under Garmin is that one party does not 
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seek the other party’s litigation contentions, not whether there might be 

co-relevance of discoverable facts. 

We agree with Patent Owner and determine that Patent Owner’s 

requests do not seek Petitioner’s litigation positions and underlying basis for 

those positions; rather they seek specific facts.  Thus, this factor supports 

Patent Owner’s documents requests. 

C. Ability to Generate Equivalent Information by Other Means 

With respect to Patent Owner’s first, second, and fourth document 

requests, we agree that it would be difficult, if not impossible, for Patent 

Owner to generate equivalent information by other means.  With respect to 

Patent Owner’s third document request, seeking feedback other than 

consumer feedback, “e.g., industry press,” we do not agree that Patent 

Owner has shown that this factor supports its request.  In particular, industry 

press is likely to be public information not solely in Petitioner’s possession, 

and Patent Owner has not shown that it cannot generate equivalent 

information by other means. 

D. Easily Understandable Instructions 

Petitioner contends that Patent Owner’s document requests 

“essentially lack[] any instructions at all” and do not provide definitions for 

various terms, e.g., “sales revenues,” “gross margins,” “form factor,” and 

“feedback.”  Opp. 8. 

In its Reply, Patent Owner asserts that the instructions for completing 

the document requests are clear, and that Petitioner complains about the lack 

of “definitions,” rather than instructions.  Reply 5.  Further, Patent Owner 

contends that the terms are not unclear and that Patent Owner is able to meet 

and confer with Petitioner “to reach an understanding” as to the terms.  Id. 
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We agree with Patent Owner that the instructions, which simply state 

“that the following documents be produced within 14 days” (Ex. 2001, 1), 

are easily understandable.  With respect to Petitioner’s alleged lack of clarity 

of certain terms used in Patent Owner’s requests, we agree that the parties 

should be able to meet and confer and come to an agreement as to the scope 

of any terms whose meaning is allegedly unclear. 

E. Requests Not Overly Burdensome to Answer 

Petitioner asserts that it would be highly burdensome to respond to 

Patent Owner’s second, third, and fourth document requests in 14 days.  

Opp. 8–9.  Additionally, Petitioner asserts that it “has no efficient procedure 

to locate specific customer or industry feedback related to DT101G2, much 

less the DT101G2’s form factor” in response to Patent Owner’s second 

document request.  Id. at 9.   

Although answering Patent Owner’s first and second document 

requests may impose some burden on Petitioner, such is the case with 

respect to any discovery request.  In light of the arguments presented and our 

decision below, to give Petitioner thirty days to complete the requested 

discovery, none of the document requests appears to be overly burdensome 

to answer.  Moreover, the parties should meet and confer to determine 

whether the use of summaries of financial records is appropriate here.  See 

Fed. R. Evid. 1006. 

III. SUMMARY 

On balance, considering the Garmin factors, Patent Owner has shown 

that it is in the interests of justice to permit Document Request Nos. 1 and 2 

as identified in Exhibit 2001.  Patent Owner, however, has not shown that it 

is in the interests of justice to permit Document Request Nos. 3 and 4.  
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Additionally, as discussed above, Patent Owner was not authorized to 

propose interrogatory requests, and thus, Patent Owner may not serve 

Exhibit 2002. 

IV. ORDER 

It is: 

ORDERED that Patent Owner’s Motion for Additional Discovery is 

granted with respect to Document Request Nos. 1 and 2; 

FURTHER ORDERED that Patent Owner’s Motion is denied with 

respect to Document Request Nos. 3 and 4, and Interrogatory Nos. 1–4; 

FURTHER ORDERED that Patent Owner shall serve Document 

Request Nos. 1 and 2 within three (3) business days of the entry of this 

Order, if at all; 

FURTHER ORDERED that following Patent Owner’s service of its 

document requests, Petitioner shall begin producing responsive documents 

forthwith, and that all production shall be completed within 

thirty (30) calendar days of the entry of this Order; and 

FURTHER ORDERED that the parties shall meet and confer to 

discuss stipulating to requested financial information in lieu of producing 

documents, or agreeing to provide such information in summary form, if 

appropriate, to minimize the burden on Petitioner in responding to Patent 

Owner’s document requests.  

  



IPR2015-00149 
Patent 6,926,544 B2 
 

 
 

9

For PETITIONER: 
 
DAVID HOFFMAN 
Fish & Richardson P.C. 
IPR37307-0004IP1@fr.com  
 
MARTHA HOPKINS 
Law Office of S.J. Christine Yang 
mhopkins@sjclawpc.com  
 
 
For PATENT OWNER: 
 
CLIFFORD KRAFT 
clifflaw@att.net  
 
ROBERT GREENSPOON 
Flachsbart & Greenspoon, LLC 
rpg@fg-law.com  
 
 
 


