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UNITED STATES PATENT AND TRADEMARK OFFICE 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

 

E.I. DU PONT DE NEMOURS AND COMPANY, 
Petitioner, 

v. 

MONSANTO TECHNOLOGY LLC, 
Patent Owner. 

 

Case IPR2014-00335 
Patent 8,028,469 B2 

 

Before LORA M. GREEN, SHERIDAN K. SNEDDEN, and 
SUSAN L. C. MITCHELL, Administrative Patent Judges. 

MITCHELL, Administrative Patent Judge.  
 
 

DECISION 
Denying Institution of Inter Partes Review 

37 C.F.R. § 42.108 

 

I. INTRODUCTION 

A. Background 

Petitioner, E.I. du Pont de Nemours and Company (“Petitioner”), filed 

a Petition (Paper 1, “Pet.”) to institute an inter partes review of claims 55 

and 58–60 (“the challenged claims”) of U.S. Patent No. 8,028,469 B2 

(Exhibit 1001, “the ’469 patent”).  See 35 U.S.C. §§ 311–319.  Patent 
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Owner, Monsanto Technology LLC (“Patent Owner”), filed a Preliminary 

Response.  Paper 13 (“Prelim. Resp.”).  The standard for instituting an inter 

partes review is set forth in 35 U.S.C. § 314(a), which provides as follows: 

(a) THRESHOLD.—The Director may not authorize an inter 
partes review to be instituted unless the Director determines 
that the information presented in the petition filed under section 
311 and any response filed under section 313 shows that there 
is a reasonable likelihood that the petitioner would prevail with 
respect to at least 1 of the claims challenged in the petition. 

35 U.S.C. § 314(a). 

For the reasons discussed below, we conclude that Petitioner has not 

established a reasonable likelihood that it would prevail in showing the 

unpatentability of any challenged claim of the ’469 patent.  Therefore, we do 

not authorize an inter partes review for any claim of the ’469 patent. 

B.  Related Proceedings 

Petitioner identifies the following related district court proceeding, 

Monsanto Co. v. Pioneer Hi-Bred International, Inc., No. 4:12-cv-1090-CEJ 

(E.D. Mo.).  Pet. 3.  Petitioner also identifies petitions for inter partes review 

involving U.S. Patent Nos. 7,832,143; 8,312,672; 8,071,845; and 8,245,439.  

Id.; see IPR2014-00331; IPR2014-00332; IPR2014-00333; and IPR2014-

00334. 

C.  The ’469 Patent (Ex. 1001) 

The ’469 patent is directed to systems and methods for an automated 

seed sampling and sorting system.  Ex. 1001, Abstract, 1:51–59.  More 

particularly, such methods include separating a seed from a population, 

collecting image data from the separated seed, independently positioning the 

seed in a desired orientation based on such image data, extracting a tissue 
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sample from the seed, and sorting such tissue sample to a sample tray and 

the sampled seed to a seed tray.  Id. at 2:8–14.  

D.  Illustrative Claim 

Claim 55, the sole independent claim of the challenged claims of the 

’469 patent, is illustrative of the claimed subject matter.  Each of the 

challenged dependent claims, 58–60, depends directly from claim 55.  Claim 

55 is reproduced below. 

55.  An automated method for removing tissue from at 
least one seed, the method comprising: 

imaging at least one seed; 
orienting the at least one seed based on image data 

collected when imaging the at least one seed; and 
removing tissue from the at least one seed; 
wherein imaging the at least one seed, orienting the at 

least one seed, and removing tissue from the at least one seed 
comprise automated operations. 

Id. at 29:6–15.   

E.  Prior Art References Applied by Petitioner 

Petitioner challenges the patentability of claims 55 and 58–60 on the 

basis of the following items of prior art.  Pet. 6–7.  Petitioner also relies on a 

declaration of Clifford F. Weil, Ph.D. (Ex. 1007).  Id. at 7. 

References Patents/Printed Publications Date Exhibit  
Akira Horigane 
et al. 
(hereinafter, 
“Horigane 1”) 

Evaluation of Color 
Characteristics of Cross-
Sectioned Wheat Kernels, 9 
FOOD SCI. TECH. RES. 327–31

2003 1002 

Horigane 
(hereinafter, 
“Horigane 2”) 

U.S. Patent App. Pub. No. 
2004/0074822 A1 

April 22, 
2004 

1003 

Keller U.S. Patent App. Pub. No. 
2002/0070150 A1 

June 13, 
2002 

1025 

Kelley U.S. Patent No. 4,305,130 Dec. 8, 
1981 

1004 
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References Patents/Printed Publications Date Exhibit  
CN2510248 Y1 Chinese Patent Pub. No. 

CN2510248 Y 
Sept. 11, 
2002 

1005 

F. The Asserted Ground of Unpatentability 

Petitioner contends that the challenged claims are unpatentable under 

35 U.S.C. § 103(a) based on the following ground (Pet. 6–7):   

References Basis Claims challenged 

Horigane 1, Horigane 2, Keller, 
Kelley, and CN2510248 Y 

§ 103(a) 55, 58–60 

 
II.  ANALYSIS 

A. Claim Interpretation 

Consistent with the Leahy-Smith America Invents Act, Pub. L. No. 

112-29, 125 Stat. 284 (2011) (“AIA”), we interpret a claim using the 

“broadest reasonable construction in light of the specification of the patent in 

which it appears.”  37 C.F.R. § 42.100(b); see Office Patent Trial Practice 

Guide, 77 Fed. Reg. 48,756, 48,766 (Aug. 14, 2012).  Petitioner proposes 

constructions for the terms “automated,” “orienting,” “mapping,” and 

“characteristic.”  Pet. 7–9.  Patent Owner proposes a construction for 

“automated operation.”  Prelim. Resp. 26–28.  For purposes of this decision, 

we need not construe expressly any claim term.  

                                           
1  Petitioner relies upon a certified translation for CN2510248 Y (Ex. 1005), 
and provides an affidavit attesting to the accuracy of the translation.  See Ex. 
1006; 37 C.F.R. § 42.63(b).  Any reference to CN2510248 Y in this decision 
is to the certified translation in Exhibit 1006. 
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B. Obviousness over Horigane 1 in View of Horigane 2, Keller, 
Kelley, and CN2510248 Y 

Petitioner contends that the methods disclosed in Horigane 1 and 

Horigane 2 (collectively, the “Horigane references”) “use automated 

operations to image seeds, simultaneously orient multiple seeds, and remove 

tissue by cutting multiple seeds at the same time in order to analyze the seed 

for a wide range of characteristics.”  Pet. 16; see also id. at 28 (“Horigane 1 

and Horigane 2 disclose each of the automated steps recited in Claim 55”).  

One of skill in the art, Petitioner asserts, would have been motivated to 

combine these teachings because the methods are compatible.  Id. at 16. 

Kelley and CN2510248 Y, Petitioner asserts, teach general purpose 

robotic systems that use machine vision “to automatically pick up, image, 

and orient objects based on image data of the objects including very small 

objects, with a high level of precision.”  Id. at 17, 33.  According to 

Petitioner, Keller provides the motivation to one of skill in the art to use 

robotic automation for seed manipulation and sorting.  Id. at 16, 33; see also 

id. at 28 (“Keller discloses the motivation and capability of those skilled in 

the art to turn to robotic apparatus for automated handling of seeds”). 

Patent Owner focuses its analysis on two features of claim 55, 

orienting a seed based on image data collected when imaging the seed, and 

wherein the imaging, orienting, and removing steps comprise automated 

operations.  Prelim. Resp. 2–3; see also id. at 16.  Specifically, Patent 

Owner disputes Petitioner’s interpretation of the Horigane references as 

showing orienting a seed based on image data.  Id. at 2.  Patent Owner notes: 

These references disclose a labor-intensive method for 
preparing a small group of wheat kernels for spectroscopic 
analysis.  The process involves creating a miniature holder for 
wheat seeds, manually gluing individual wheat kernels into the 
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holder one at a time, and manually positioning the holder so 
that the seeds can be cut with a saw blade to create a flat surface 
useful for colorimetric analysis. 

Id.  Patent Owner also asserts that the following two types of imaging taught 

in the Horigane references is not used to orient seeds:  (1) the analysis of 

seeds for commercially viable color qualities, as shown in both Horigane 

references, that takes place after the seeds are glued to the holder and 

sampled; and (2) imaging data used in Horigane 1 to calculate the size of the 

wheat kernel to design a kernel holder.  Id. at 2–3. 

1. Horigane 1 (Ex. 1002) 

Horigane 1 discloses methods for measuring color characteristics of 

wheat kernels.  Ex. 1002, Abstract.  Under the “Materials and Methods” 

section, Horigane 1 teaches the following: 

 Preparation of kernel holder A CNC vision measuring 
system (Quick Vision Pro, Mitsutoyo, Tokyo) was used to 
calculate the kernel size.  This data was used in designing a 
kernel holder for 2-dimentional colorimetric measurement.  A 
piece of acrylic resin (50X6X10 mm) was fixed on the curing 
stage of a machining center (Lemoine, Kern Microtechnik, 
Murnau-Westried) with a vise, and a kernel holder was 
manufactured with cutting tools according to the machine 
programming. 
 The holder has 10 cavities each in front and back to 
accommodate 20 kernels (Fig. 1). 

Id. at 327. 
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the at least one seed.”  Pet. 22.  Figure 6, upon which Petitioner relies, is set 

forth below. 

 

Figure 6 illustrates an apparatus for analyzing individual pieces of materials 

using the holder shown in Figures 5a and 5b.  Ex. 1003 ¶ 107.  Figures 5a 

and 5b are set forth below. 
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Figures 5a and 5b are described as showing a receptacle for a material piece 

that has an analyzing surface consisting of five cut planes, in a vertical 

sectional view and in a plan view, respectively.  Id. ¶ 45.   

The embodiment of the apparatus shown in FIG. 6 comprises a 
polarizing filter 37 and an autofocusing arrangement 38a, and 
38b as well as an angle adjusting device 39 and an elevation 
adjusting device 40 for adjusting each specific analyzing face to 
be analyzed 9a-9d at a proper analysis position by adjusting the 
position and posture of the holder 10 by operating the angle 
adjusting device and the elevation adjusting device.  In this 
embodiment of the analyzing apparatus, the analysis is 
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performed after each specific face 9a-9d of the analyzing 
surface to be analyzed has been settled at proper analysis 
position and the focusing of the optical system has been 
established by the autofocusing arrangement. 

Id. ¶ 107. 

3. Analysis 

 All of the challenged claims require “orienting the at least one seed 

based on image data collected when imaging the at least one seed.”  We 

agree with Patent Owner that Petitioner has not shown that either Horigane 

reference upon which Petitioner relies teach this limitation.  Horigane 1 

describes two types of imaging as set forth above, one to determine the size 

of the kernels to make the kernel holder, and one to determine the color of 

the endosperm of the wheat kernel.  The orientation of the seeds in the 

kernel holder, dorsal side out, appears to be done manually.  See Ex. 1002 at 

328.  Petitioner has not shown that Horigane 1 provides a teaching where a 

seed is oriented based on image data.   

 Also, Petitioner has not shown that the disclosure of Horigane 2 

teaches or suggests this limitation.  While Horigane 2 does teach orienting 

the seed to analyze five cut planar surfaces of the seed (see Ex. 1003 ¶ 45), 

such orientation is not taught to be done based on image data.  Such 

orientation appears to be done manually.  See id. ¶ 107 (describing adjusting 

specific face of cut seed to be analyzed by “operating the angle adjusting 

device and the elevation adjusting device”). 

 All challenged claims also require the orienting step to “comprise 

automated operations.”  Petitioner proffers a construction of “automated” as 

encompassing “partially machine driven and/or computer controlled to 

reduce the amount of work done by humans.”  Pet. 8.  Even under this 
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construction, with which Patent Owner disagrees, neither Horigane 1 nor 2 

teaches “automated operations” for orienting a seed.  As set forth above, 

such orientation appears to be done manually, but nevertheless, is not taught 

to encompass “partially machine driven and/or computer controlled to 

reduce the amount of work done by humans.” 

 Petitioner asserts that Kelley and CN2510248 Y disclose “systems 

using imaging to orient objects, including very small objects, based upon 

image data collected by imaging the object.”  Pet. 22.  Petitioner relies on 

Keller to provide a reason to combine the teachings of Kelley and 

CN2510248 Y with the teachings of the Horigane references.  Id. at 23.  

Specifically, Petitioner states that  

Keller discloses the motivation and capability of those skilled in 
the art to turn to robotic automation of seed manipulation and 
sorting.  Kelley and CN2510248 Y disclose the availability of 
general purpose robotic systems using machine vision to 
automatically pick up, image, and orient objects based on image 
data of the objects, including very small objects, with a high 
level of precision.  Persons of ordinary skill in the art would 
have looked to such systems to further automate the methods 
described in Horigane 1 and 2.  It would have been obvious to 
do so because such systems would have further reduced the 
amount of manual effort required to carry out the methods 
described by Horigane 1 and 2. 

Id. at 16–17 (citations omitted). 

 We find that Petitioner does not present sufficient articulated 

reasoning with rational underpinning to support a conclusion of obviousness.  

See KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 418 (2007).  Petitioner’s 

reliance on Keller for a reason to combine the references is unavailing.  

Keller teaches that in large-scale horticultural operations, tasks like seed 

manipulation, sorting, and weighing are usually labor intensive.  Ex. 1025 
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¶ 4.  Keller concludes that “[h]ence, there is a need for automated equipment 

capable of performing any of various horticulturally related tasks such as 

seed sorting and weighing.”  Id. ¶ 5.  That does not address the problem of 

automating operations for orienting a seed using image data for removing 

tissue.  See KSR, 550 U.S. at 420 (“Under the correct analysis, any need or 

problem known in the field of endeavor at the time of invention and 

addressed by the patent can provide a reason for combining the elements in 

the manner claimed.”); Prelim. Resp. 29 (“Keller does not direct one of skill 

in the art to Kelley or the Chinese application [CN2510248 Y], nor does it 

direct them to Horigane, nor does it involve imaging or orienting seeds 

based on imaging, nor does it involve seed sampling.”).   

 Petitioner also does not explain adequately why a person of ordinary 

skill in the art would have modified the teachings of the Horigane references 

with the teachings of Kelley and CN2510248 Y, to arrive at the subject 

matter of claim 55.  In the Horigane references, seeds appear to be manually 

oriented and glued into holders for analysis, whereas Kelley and 

CN2510248 Y admittedly involve general purpose robotic systems.  See 

Pet. 17.  Petitioner has not shown how the teachings in Kelley and 

CN2510248 Y relating to general purpose robotic systems could be applied 

to the teachings of the Horigane references to arrive at the subject matter of 

claim 55.  See id. at 17 (stating, without further explanation, “[p]ersons of 

ordinary skill in the art would have looked to such systems to further 

automate the methods described in Horigane 1 and 2”).   

 Because Petitioner has not shown that it would be likely to prevail on 

showing the unpatentability of claim 55 of the ’469 patent, we need not 

address the parties remaining arguments relating to claims 58-60 that depend 
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from claim 55, as Petitioner’s challenge of those claims would fail for the 

same reasons.  

III. CONCLUSION 

For the foregoing reasons, we are not persuaded that the Petition 

establishes a reasonable likelihood that Petitioner would prevail in showing 

any of claims 55 or 58–60 of the ’469 patent are unpatentable under 35 

U.S.C. § 103(a). 

IV. ORDER 

Accordingly, it is  

ORDERED that the Petition is denied as to all challenged claims of 

the ’469 patent. 
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