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UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

 

TOSHIBA CORPORATION 

Petitioner  

 

v. 

INTELLECTUAL VENTURES II LLC 

Patent Owner 

____________ 

 

Cases IPR2014-00317 

Patent 5,687,132 

 

Before KEVIN F. TURNER and TREVOR M. JEFFERSON,  

Administrative Patent Judges. 

 

TURNER, Administrative Patent Judge. 

 

ORDER 

Conduct of the Proceeding 

37 C.F.R. § 42.5 
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Petitioner, Toshiba Corporation, requested a conference call to request 

authorization to file a motion to stay a reexamination proceeding, Control No. 

90/012,571, the subject of which is the instant patent, US Patent 5,687,132, also 

the subject of the present inter partes review proceeding.  Patent Owner, 

Intellectual Ventures II LLC, has filed a preliminary response in the instant 

inter partes review proceeding, and indicates that it is opposed to authorization 

of the motion.  Respective counsel for Petitioner and Patent Owner, and Judges 

Turner and Jefferson, were present on the conference call, which occurred on 

May 5, 2014.   

In the reexamination, a Notice of Intent to Issue a Reexamination 

Certificate (NIRC) was mailed April 11, 2014.  Petitioner’s proposed motion 

would seek a stay of the reexamination at least until the Board makes its 

decision whether or not to institute trial in this IPR.  Petitioner alleged that the 

reexamination used a claim construction inconsistent with the broadest 

reasonable interpretation standard that would be used in this proceeding.  

Petitioner argued that allowing the reexamination to conclude with a potentially 

different interpretation as might be found in the instant proceeding would allow 

for inconsistency. 

Patent Owner argued that any prosecution in the reexamination is closed, 

so that there would be no inconsistent result, and that the request for stay is 

untimely, in that Petitioner knew of the reexamination at the time that they filed 

their petition and has not requested a stay until now.  Patent Owner also argues 

that it would be highly prejudiced by any last-minute stay, as it could be 
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interpreted as maintaining uncertainty as to the patentability of the issued 

claims. 

Under 35 U.S.C. § 325(d), if another proceeding or matter involving the 

patent is before the Office, the Director may stay, transfer, consolidate or 

terminate that proceeding or matter.  In the instant request, we are not 

persuaded that a stay is warranted.  The results of the Examiner’s decision are 

already known and public.  The granting of a stay would not change the 

publicly disclosed Examiner’s decision and any potential inconsistency with a 

decision on institution in the instant proceeding would still be evident.  The 

Board will fully consider the results of the reexamination proceeding in 

deciding whether to institute a trial based on the instant petition.  We also are 

persuaded that the time to request a stay of the reexamination proceeding was 

with the filing of the petition and not, at present, when the Central 

Reexamination Unit has indicated its intent to conclude the proceeding.  

Therefore, we are not persuaded that authorization to file a motion to stay the 

reexamination should be granted. 

 

Order 

 It is 

ORDERED that authorization to file a motion to stay the reexamination 

control No. 90/012,571 is denied. 

 

  



IPR2014-00317 

Patent 5,687,132 

 

4 

 

For PETITIONER:  

Alan A. Limbach  

Gerald T. Sekimura  

Kevin C. Hamilton  

DLA PIPER LLP  

alan.limbach@dlapiper.com 

gerald.sekimura@dlapiper.com 

kevin.hamilton@dlapiper.com 

 

 

For PATENT OWNER  

Robert Greene Sterne  

Lori A. Gordon  

Jon E. Wright  

Michael D. Specht  

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.  

rsterne-PTAB@skgf.com 

lgordon-PTAB@skgf.com 

jwright-PTAB@skgf.com 

mspecht-PTAB@skgf.com 

 

 

 


