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UNITED STATES PATENT AND TRADEMARK OFFICE 

_______________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

_______________ 

GNOSIS S.P.A., GNOSIS BIORESEARCH S.A., and GNOSIS U.S.A., INC.  

Petitioners 

 

v. 

 

SOUTH ALABAMA MEDICAL SCIENCE FOUNDATION 

Patent Owner 

_______________ 

 

Case IPR2013-00116 

Patent 5,997,915 

_______________ 

 

Before JACQUELINE WRIGHT BONILLA, SCOTT E. KAMHOLZ, and 

SHERIDAN K. SNEDDEN, Administrative Patent Judges.  

 

 

KAMHOLZ, Administrative Patent Judge. 

 

 

ORDER  

Conduct of the Proceeding 

37 C.F.R. § 42.5 
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By email dated March 11, 2014 (copy attached), Patent Owner requested the 

opportunity to present rebuttal argument during the hearing scheduled for March 

20, 2014.  Patent Owner argues that it should be allowed to argue last, even if just 

briefly, because it bears the burden of proof as to evidence of secondary 

considerations of nonobviousness.  The request is denied. 

In inter partes review oral argument, the petitioner generally argues first, 

followed by the patent owner, after which the petitioner may present rebuttal 

argument.  See Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756, 48,768 

(Aug. 14, 2012).  The argument order may be reversed, such as when the only 

issue in the case is whether proposed substitute claims are patentable.  Id.  The 

argument order thus follows the burden of proof; the party with the burden argues 

first and may argue last by way of rebuttal.  See id.  When both parties carry 

burdens, i.e., when the petitioner has the burden of proving propositions of 

unpatentability of patented claims by a preponderance of the evidence (see 

35 U.S.C. § 316(e)), and the patent owner has the burden of showing patentability 

of proposed substitute claims (see 37 C.F.R. §§ 42.121; 42.20(c)), each party is 

given a rebuttal opportunity.   

Patent Owner has not proposed any substitute claims and consequently does 

not bear a burden of proof as to them.  The only issues outstanding in this 

proceeding concern Petitioners’ propositions of unpatentability against the 

patented claims.  Petitioners bear the burden of proving their propositions by a 

preponderance of the evidence.  See 35 U.S.C. § 116(e).  Secondary considerations 

of nonobviousness do not form an issue distinct from Petitioners’ unpatentability 

propositions.  Rather, the secondary considerations evidence is part of the body of 

evidence from which Petitioners must establish that a preponderance emerges, in 
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order to prove unpatentability of the patented claims.  The burden of proof is on 

Petitioners, so Petitioners may argue last.  

Accordingly, it is hereby 

ORDERED that Patent Owner’s request for rebuttal time at oral argument is 

denied. 
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For PETITIONERS:  

 

Jonathan J. Krit  

Janine A. Moderson  

Amin Talati, LLC  

 

Joseph E. Cwik  

Erik B. Flom  

Husch Blackwell LLP  

 

For PATENT OWNERS:  

 

Thomas Parker  

Jitendra Malik  

Alston & Bird, LLP  

 

(SAMSF)  

Peter Rogalskyj  

The Law Office of Peter Rogalskyj  

 

(Merck)  

Anthony J. Zelano  

Brion P. Heaney  

Millen, White, Zelano & Branigan, P.C. 
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-----Original Message----- 

From: Sterling, Andrew [mailto:Andrew.Sterling@alston.com]  

Sent: Tuesday, March 11, 2014 11:33 AM 

To: Trials 

Cc: Parker, Thomas; Malik, Jitty; Peter Rogalskyj (pr@prpatent.com); 'Tony Zelano'; heaney@mwzb.com; 
Cwik, Joseph; Jonathan J. Krit (jonathan@amintalati.com) (jonathan@amintalati.com); 
erik.flom@huschblackwell.com; patent@amintalati.com; Norton, Dwayne 

Subject: IPR2013-00116, IPR2013-00117, IPR2013-00118, and IPR2013-00119 

 

Dear PTAB: 

 

We are counsel for Patent Owners in the above-listed four IPRs.  We write to request a telephone 
conference regarding the Board's March 7, 2014 Trial Hearing Order indicating that Patent Owners are 
not entitled to reserve rebuttal time during their oral arguments.  Specifically, Patent Owners wish to 
discuss the possibility of Patent Owners being allowed a brief (5-10 minute) rebuttal limited only to 
respond to arguments raised by Petitioners relating to secondary considerations, since patent owner 
bears the burden of proof with regard to those issues. 

 

Respectfully submitted, 

Andrew Sterling 

 

Andrew Sterling 

Alston & Bird LLP 

90 Park Avenue 

New York, New York 10016 

tel: 212-210-9453 

fax: 212-922-3960 

Andrew.Sterling@alston.com 

 

 

________________________________ 

NOTICE: This e-mail message and all attachments may contain legally privileged and confidential 
information intended solely for the use of the addressee. If you are not the intended recipient, you are 
hereby notified that you may not read, copy, distribute or otherwise use this message or its attachments. 
If you have received this message in error, please notify the sender by email and delete all copies of the 
message immediately. 


