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UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

 

PURDUE PHARMA L.P., 

Petitioner, 

 

v. 

 

DEPOMED, INC., 

Patent Owner. 

____________ 

 

Case IPR2014-00379 

Patent 6,340,475 B2 

 

 

Before ERICA A. FRANKLIN, GRACE KARAFFA OBERMANN, and  

TINA E. HULSE, Administrative Patent Judges. 

 

HULSE, Administrative Patent Judge. 

 

DECISION 

Order Denying Petitioner’s Request for Rehearing
1
 

37 C.F.R. § 42.71 

                                           

 
1
 This decision was inadvertently omitted from being entered at the same 

time the orders denying Petitioner’s requests for rehearing were entered in 

related cases IPR2014-00377 (Paper 17) and IPR2014-00378 (Paper 18). 
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 INTRODUCTION I.

Purdue Pharma L.P. (“Petitioner”) filed a Petition requesting an inter 

partes review of claims 43, 54, 55, 57, 58, and 66 of U.S. Patent No. 

6,340,475 B2 (Ex. 1001, “the ’475 patent”).  Paper 1 (“Pet.”).  The Petition 

included six different grounds of unpatentability based on anticipation or 

obviousness.  The Board issued a Decision granting the Petition and 

instituting an inter partes review of claims 43, 54, 55, 57, 58, and 66 of the 

’475 patent based on obviousness over various combinations of prior art 

references.  Paper 9 (“Decision”) at 22.   

Petitioner filed a request for rehearing of the Board’s decision not to 

institute trial based on the unpatentability of claims 43, 57, and 58 as 

anticipated by the ’837 patent.
2
  Paper 11 (“Req.”) at 1.  For the following 

reasons, Petitioner’s request is denied. 

 ANALYSIS II.

A party requesting rehearing has the burden of showing a decision 

should be modified by specifically identifying all matters the party believes 

the Board misapprehended or overlooked, and the place where each matter 

was previously addressed in a motion, opposition, or a reply.  37 C.F.R. 

§ 42.71(d).   

Petitioner argues that we misapprehended or overlooked that the ’837 

patent teaches the limitation that the polymeric matrix “releases substantially 

all of said drug within about ten hours after such immersion,” as required by 

claim 43 of the ’280 patent.  Req. 2-3.  The Board construed this limitation 

                                           

 
2
 US 5,582,837, issued Dec. 10, 1996 (Ex. 1006). 
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to mean “at least 80% of the drug has been released after ten hours of 

immersion in gastric fluid,” which is consistent with the agreed-upon 

construction of the parties.  Decision 6-7.   

In the Petition, Petitioner argued that the ’837 patent teaches 

formulations that “release about 80% of the drug within ten hours.”   Pet. 17; 

see also Ex. 1012 ¶ 74 (citing Figure 1 of the ’837 patent).  Thus, on its face, 

the Petition fails to establish that the ’837 patent teaches the limitation that 

requires release of “at least 80% of the drug” after ten hours.  In fact, Figure 

1 of the ’837 patent does not include any actual data past seven hours, and 

only extrapolates data up to eight hours.  Ex. 1006, FIG. 1.  Nevertheless, 

Petitioner argues that “based on the slope of the line depicted in the graph, a 

POSA would reasonably conclude that at least 80% of the drug would be 

released by ten hours.”  Req. 3.  Even if this explanation were persuasive, it 

was not raised in the Petition, so the Board could not have overlooked or 

misapprehended it. 

Petitioner also argues that the Board misapprehended or overlooked 

the ’837 patent’s disclosure that the drug should be released in “not less than 

about two hours,” and teaching of a dosage form suitable for a wide range of 

release times “over a 4 to 8 hour period.”  Id. (citing Ex. 1012 ¶ 75).  But 

neither the Petition nor Dr. Bodmeier explains why this disclosure 

necessarily teaches the release of at least 80% of the drug during that time 

period, particularly when the formulations in Figure 1 do not support this 

contention.   

Accordingly, we determine that Petitioner has not established that the 

Board misapprehended or overlooked any matter that requires modification 
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of the decision to deny institution of Petitioner’s ground for anticipation over 

the ’837 patent. 

 CONCLUSION III.

We conclude that Petitioner has not carried its burden of 

demonstrating that the Board’s Decision misapprehended or overlooked any 

matters.  37 C.F.R. § 42.71(d). 

 ORDER IV.

In consideration of the foregoing, it is hereby ORDERED that 

Petitioner’s request for rehearing is denied. 
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