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UNITED STATES PATENT AND TRADEMARK OFFICE 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

 

 

VALEO NORTH AMERICA, INC., VALEO S.A.,  

VALEO GmbH, VALEO SCHALTER UND SENSOREN GmbH,  

and CONNAUGHT ELECTRONICS LTD.,  

Petitioner,  

  

v.  

 

MAGNA ELECTRONICS, INC., 

Patent Owner. 

____________ 

 

IPR2014-01204 

Patent 8,386,114 B2 

____________ 

 

Before JAMESON LEE, PHILLIP J. KAUFFMAN, and MATTHEW R. 

CLEMENTS, Administrative Patent Judges. 

 

CLEMENTS, Administrative Patent Judge. 

 

 

 

DECISION 

Petitioner’s Motion to Submit Supplemental Information 

37 C.F.R. § 42.123(a)  
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On March 10, 2015, Petitioner filed a motion to submit supplemental 

information.  Paper 19 (“Mot.”).  In its motion, Petitioner seeks to submit 

Exhibits 1026–1031 as evidence to confirm the public accessibility of the 

Broggi reference (Ex. 1005), which serves as the basis of a ground of 

unpatentability instituted in this proceeding.  Mot. 1; Paper 13, 39.  On 

March 17, 2015, Patent Owner filed an opposition to Petitioner’s motion to 

submit supplemental information.  Paper 21 (“Opp.”).  On March 20, 2015, 

Petitioner filed a reply.  Paper 24 (“Reply”).  For the reasons discussed 

below, Petitioner’s motion to submit supplement information under 

§ 42.123(a) is granted. 

Exhibits 1026–1031 contain evidence relating to the public 

accessibility of the Broggi reference (Ex. 1005).  Exhibit 1026 is a 

Declaration of Gerard P. Grenier, Custodian of Records for the Institute of 

Electrical and Electronics Engineers (IEEE).  Mot. 2; Ex. 1026.  Mr. Grenier 

provides information relating to the publication and accessibility of the 

Broggi reference.  Ex. 1026.  Exhibit 1027 is the Declaration of Chris Butler, 

Office Manager at Internet Archive.  Mot. 2; Ex. 1027.  Mr. Butler provides 

information about an archived copy of a webpage from Mr. Broggi’s faculty 

website that lists his publications.  Ex. 1027.  Exhibit 1028 is titled 

Declaration of Dr.-Ing. Jan-Michael Frahm Regarding Availability of 

Exhibit 1005 on the Internet or in General to the Public.  Mot. 2–3; Ex. 

1028.  Dr.-Ing. Frahm testifies regarding Exhibits 1027 (including rebutting 

arguments made about Exhibit 1027 in related case IPR2014-01208), 1029, 

1030, and 1031, and concludes that these exhibits further confirm the public 

accessibility of the Broggi reference (Ex. 1005).  Ex. 1028.  Exhibit 1029 is 

an IEEE article dated December 2004 that includes a citation to the Broggi 
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reference (Ex. 1005).  Ex. 1029.  Exhibit 1030 is a copy of the IEEE website 

displaying the Abstract for the article in Exhibit 1029.  Ex. 1030.  Exhibit 

1031 is a Declaration of Alberto Broggi, co-author of the Broggi reference 

(Ex. 1005).  Ex. 1031. 

Under 37 C.F.R. § 42.123(a), a party may file a motion to submit 

supplemental information if the request for authorization to file such motion 

is made within one month of the date the trial was instituted.  Here, 

Petitioner’s request was made on February 26, 2015, within a month of the 

date trial was instituted (January 28, 2015).
1
  Consequently, authorizing a 

motion to submit supplemental information was appropriate in this case. 

As the moving party, Petitioner bears the burden of proving that it is 

entitled to the requested relief.  37 C.F.R. § 42.20(c).  Petitioner asserts that 

the supplemental information proffered is relevant to a claim for which trial 

has been instituted as required by 37 C.F.R. § 42.123(a)(2).  Mot. 1.  

Specifically, Petitioner asserts, and we agree, that Exhibits 1026–1031 relate 

to whether Broggi (Ex. 1005) qualifies as prior art for the instituted ground 

of unpatentability against claims 12 and 13. Mot. 1; Paper 13, 39. 

Petitioner contends that because Broggi’s prior art status was 

sufficient for institution it was unforeseeable that additional proof regarding 

that status would be required Mot. 1–2 (citing Liberty Mutual Insurance Co. 

v. Progressive Casualty Insurance Co., Case CBM 2012-00010, slip op. at 

37 (PTAB Feb. 24, 2014) (Paper 59).  Petitioner’s reliance on Liberty 

Mutual is misplaced because there the Board dealt with the admissibility of 

evidence (authentication under F.R.E. 902) and not the sufficiency of the 

proof of publication of a reference.  Id. at 37-38.  Further, our institution 

                                           
1
 Paper 15, 3–4. 
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decision explicitly states that the Board has not made a final determination 

on patentability of any challenged claim.  Paper 13, 39.  However, this 

distinction is not fatal to Petitioner’s motion because Petitioner need not 

demonstrate that the supplemental information proffered could not have 

been obtained earlier.
2
 

Petitioner contends that the proffered information does not change the 

grounds of unpatentability or the evidence presented initially in the Petition.  

Mot. 3.  Further, Petitioner represents that this information was not withheld 

intentionally, and that consideration of this evidence would not frustrate the 

Board’s ability to complete this proceeding in a timely manner.  Id. 

The Petition includes the Broggi reference (Ex. 1005), and contends 

that Broggi is prior art under 35 U.S.C. § 102(a).  Pet. 9 (citing the 

Declaration of Dr.-Ing. Frahm, Ex. 1013 ¶¶ 104–112).  The Declaration of 

Dr.˗Ing. Frahm states that Broggi is a publication that dates back to June 14–

17, 2004, and was presented at the 2004 IEEE Intelligent Vehicles 

Symposium.  Ex. 1013 ¶ 113; see also Paper 13, 15–16.  Consequently, we 

agree with Petitioner that the proffered information (Exhibits 1026–1031) 

does not change the grounds of unpatentability or the evidence presented 

initially in the Petition.  See Mot. 3. 

Having no evidence to the contrary, we accept Petitioner’s assertion 

that this information was not intentionally withheld.  Additionally, we agree 

that accepting this supplemental information will not unduly delay the 

proceedings.  We note that the Patent Owner’s response is not due until 

April 23, 2015 (Paper 23), and that Patent Owner has not contended that 

                                           
2
 This motion is under 37 C.F.R. § 42.123(a), not 37 C.F.R. § 42.123(b). 
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there is insufficient time to respond to this supplemental information.  Opp., 

passim. 

Patent Owner argues that Exhibits 1026–1031 should not be filed as 

supplemental information because they are responsive to Patent Owner’s 

objection to evidence, which should be cured only by service of 

supplemental evidence.  Opp. 1–2.  Being responsive to Patent Owner’s 

objections, however, does not preclude these exhibits from being filed as 

supplemental information if the requisite showing can be made.  Nothing in 

the Board’s rules prohibits a party from filing, as supplemental information, 

evidence which also is responsive to evidentiary objections. 

Patent Owner also argues that Exhibits 1026–1031 should be 

expunged because Petitioner improperly filed the exhibits with its motion.  

Opp. 3.  Such submittal is not problematic in that it facilitated our review, 

and we can expunge exhibits that are not submitted appropriately. 

ORDER 

Accordingly, it is 

ORDERED that Petitioner’s Motion to Submit Exhibits 1026–1031 as 

Supplemental Information under 37 C.F.R. § 42.123(a) is granted.  
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FOR PETITIONER: 

 

Tammy J. Terry 

Seema Mehta 

Peter Schechter 

OSHA LIANG LLP 

terry@oshaliang.com 

mehta@oshaliang.com 

schechter@oshaliang.com 

 

 

 

FOR PATENT OWNER:  

 

Timothy A. Flory 

Terence J. Linn 

GARDNER, LINN, BURKHART, & FLORY, LLP 

flory@glbf.com 

linn@glbf.com 

 

 

David K.S. Cornwell 

Salvador Bezos 

STERNE, KESSLER, GOLDSTEIN, & FOX PLLC 

davidc-PTAB@skgf.com 

sbezos-PTAB@skgf.com 
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