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UNITED STATES PATENT AND TRADEMARK OFFICE 
_______________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
_______________ 

CUSTOMPLAY, LLC, 
Petitioner, 

 
v. 

CLEARPLAY, INC.,  
Patent Owner. 

_______________ 
 

Case IPR2014-00783 
Patent 7,577,970 B2 
_______________ 

 
 

Before KARL D. EASTHOM, JUSTIN T. ARBES, and  
BARRY L. GROSSMAN, Administrative Patent Judges.  
 
GROSSMAN, Administrative Patent Judge. 
 
 

DECISION 
Denying Institution of Inter Partes Review 

37 C.F.R. § 42.108 
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I. INTRODUCTION 

CustomPlay, LLC (“Petitioner”) filed a Corrected Petition requesting an 

inter partes review of claims 1–43 (all of the claims) of U.S. Patent No. 

7,577,970 B2 (Ex. 1017, “the ’970 patent”).  Paper 4 (“Pet.”).  Patent Owner, 

ClearPlay, Inc. (“Patent Owner”), filed a Patent Owner Preliminary Response.  

Paper 8 (“Prelim. Resp.”). We have jurisdiction under 35 U.S.C. § 314. 

Upon consideration of the Petition and the Preliminary Response, we 

exercise our discretion to deny review under 35 U.S.C. § 325(d). 

A. The ’970 Patent 

The ’970 patent relates generally to filtering multimedia content, such as 

scenes or language unsuitable for viewers of some ages.  Ex. 1017, col. 1, ll. 16–

17, 22–23.  More specifically, the invention claimed in the ’970 patent relates to a 

computerized system for identifying and filtering automatically portions of 

multimedia content during the decoding process.  Id. at col. 1, ll. 17–20.  The 

decoding process creates various continuous multimedia streams by identifying, 

selecting, retrieving, and transmitting content segments from a number of available 

segments stored on a content source, such as a DVD.  Id. at col. 2, ll. 3–6.  The 

system disclosed in the ’970 patent permits filtering multimedia content at the 

output side of a decoder rather than the input or source side of the decoder.  Id. at 

col. 4, ll. 41–44. 

The ’970 patent system creates “navigation objects” to define portions of the 

multimedia content that should be filtered.  Id. at col. 4, ll. 47–49.  As required in 

the challenged claims, each navigation object defines a start position, a stop 

position, and a filtering action for the portion of the multimedia content defined by 

the start position and stop position.  Id. at col. 4, ll. 49–52.  The Specification of 

the ’970 patent discloses several filtering actions:  “skip” (id. at col. 5, ll. 1–13); 
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“mute” (id. at col. 5, ll. 21–32); and “reframe” (id. at col. 5, ll. 38–52).  The ’970 

patent also refers to these filtering actions as “editing actions.”  Id. at col. 5, ll. 53–

67.  As disclosed, at least a “reframe navigation object” may be implemented “on a 

frame-by-frame basis.”  Id. at col. 15, ll. 48–50. 

The navigation objects are placed in an “object store.”  The object store may 

be a file, such as a database, and the navigation objects may be records within the 

database.  Id. at col. 11, ll. 52–62.   

Figure 3a from the ’970 patent, shown below with annotations, is an 

enhanced diagram that provides details for the four basic components of a system 

embodying the claimed invention —  (1) navigator, (2) content source, (3) decoder, 

and (4) output device. 

 

Figure 3a from the ’970 patent, annotated to highlight basic components. 

B. Illustrative Claim 

Claims 1, 16, 17, and 27 are independent claims.  Claims 1, 16, and 27 relate 

generally to a method for enabling a consumer to filter multimedia video and audio 
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content.  See, e.g., Ex. 1017, col. 19, ll. 48–56.  Independent claim 17 relates 

generally to a computer program product for implementing a method for enabling a 

consumer to identify portions to be filtered, and then filtering multimedia video 

and audio content.  Id. at col. 21, l. 62–col. 22, l. 41. 

Challenged claim 1 is illustrative and is set out below:   

 1.  In a computerized system for enabling a consumer to filter 
multimedia content that is comprised of video content, audio 
content, or both, and wherein a consumer computer system 
includes a processor, a memory, a decoder, and an output device 
for playing the multimedia content, a method for assisting the 
consumer to automatically identify portions of the multimedia 
content that are to be filtered and to thereafter automatically filter 
the identified portions, the method comprising: 
 loading a plurality of navigation objects into the memory of 
the consumer computer system, each of which defines a portion 
of the multimedia content that is to be filtered by defining a start 
position and a duration from the start position and a filtering 
action to be performed on the portion of the multimedia content 
defined by the start and the duration from the start position for 
that portion; 
 updating a position code in association with decoding the 
multimedia content on the consumer computer system;  
 comparing the position code with a particular navigation 
object to determine whether the position code corresponding to 
the multimedia content falls within the start and duration from 
the start position defined by the particular navigation object; 
 when the position code is determined to fall within the start 
and duration from the start position defined by the particular 
navigation object, activating the filtering action assigned to the 
particular navigation object; 
 playing the multimedia content at the output device in 
accordance with the filtering action of the particular navigation 
object; 
 providing for displaying a representation of the plurality of 
navigation objects, the representation including a description of 
each of the plurality of navigation objects; 
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 providing for receiving a response to the representation of 
the plurality of navigation objects, the response identifying the at 
least one of the plurality of navigation objects to be disabled; and 
 providing for disabling the at least one of the plurality of 
navigation objects such that the specific filtering action specified 
by the at least one of the plurality of navigation objects is 
ignored. 

C. References Relied Upon 

Petitioner relies upon the following prior art references: 
 

Reference Patent Number Date Exhibit Number 
Abecassis U.S. 6,408,128 B1 June 18, 2002 

(filed Nov. 12, 
1998) 

Ex. 1018 

Malkin U.S. 6,317,795 B1 Nov. 13, 2001 
(filed July 22, 
1997) 

Ex. 1020 

Aras U.S. 5,757,417 May 26, 1998 Ex. 1029 
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D. Asserted Grounds of Unpatentability 

Petitioner asserts the following grounds of unpatentability under 35 U.S.C. 

§ 103: 

References Basis Claims challenged 

Abecassis, Malkin, and 
Aras 

§ 103(a) 1–43 

Abecassis and Malkin § 103(a) 29, 35–39, 41, and 421 

 

E.  Related Proceedings 

Petitioner states that the ’970 patent is the subject of a pending inter partes 

review, IPR2013-00484 (the “’484 IPR”).  Pet. 1.  In the ’484 IPR, Petitioner 

sought inter partes review of the same claims (claims 1–43) of the same patent (the 

’970 patent) as Petitioner seeks in the present Petition.  See ’484 IPR, Paper 4.  

In the ’484 IPR, we instituted an inter partes review of claims 16, 27, 28, 

30–34, and 40 on a single asserted ground of unpatentability under 35 U.S.C. § 103 

based on a proposed combination of Abecassis and Malkin.  Ex. 1026.  We denied 

the petition on the other alleged grounds of unpatentability with respect to  

claims 1–15, 17–26, 29, 35–39, and 41–43 of the ’970 patent.  Id.  The other 

alleged grounds relied on anticipation based on Abecassis, or obviousness based on 

                                           
1 On pages iii, 8, 25, and 26 of the Petition, Petitioner consistently asserts the 
combination of Abecassis and Malkin against claims 29, 35–39, 41, and 42.  On 
page 30 of the Petition, however, in the claim chart supporting Petitioner’s position 
based on Abecassis and Malkin, Petitioner also applies the combination of 
Abecassis and Malkin against claim 43.  We understand Petitioner’s inclusion of 
claim 43 in the Abecassis/Malkin claim chart to be an editorial error, since it is 
inconsistent with the remainder of the Petition.  Accordingly, we have not 
addressed claim 43 in the asserted ground of unpatentability based on Abecassis 
and Malkin.  If claim 43 were included, however, it would fall with the remaining 
claims under Section 325(d). 
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Abecassis in combination with either Malkin, Ottesen,2 or Fujinami.3  Id. at 7. 

II. ANALYSIS 

A. Discretionary Authority to Institute  

In determining whether to institute an inter partes review, we, acting on 

behalf of the Director, may take into account whether, and reject a petition 

because, the same or substantially the same prior art or arguments previously were 

presented to the Office.  35 U.S.C. § 325(d).  Because the Petition presents 

substantially the same prior art, and substantially the same arguments, as the 

petition in the ’484 IPR, we exercise our discretion to deny institution of review 

under 35 U.S.C. § 325(d). 

  

                                           
2 U.S. Patent No. 5,778,135 (“Ottesen”). 
3 U.S. Patent No. 5,737,479 (“Fujinami”). 
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The following chart compares the asserted grounds for unpatentability in the 

’484 IPR with the grounds asserted in the Petition in this proceeding. 

IPR2013-00484 
References,  
Grounds, 

and Claims 

IPR2014-00783 
References,  
Grounds, 

and Claims 
Abecassis 
§ 102(e) 

Claims 1–434 

 

Abecassis and Ottesen 
§ 103 

Claims 1, 5, 6, 12, 16–18, 20, 
21, 27, 31–34 and 40 

 

Abecassis and Malkin 
§ 103 

Claims 1, 2, 4–6, 12, 16–21, 
27, 28, 30–34 and 40 

Abecassis and Malkin 
§ 103 

Claims 29, 35–39, 41, and 42 

Abecassis and Fujinami 
§ 103 

Claims 1, 5, 6, 12, 16–18, 20, 
21, 27, 28, 31–34 and 40 

 

 Abecassis, Malkin, and Aras 
§ 103 

Claims 1–43 

1.  Obviousness Based on Abecassis and Malkin  

Regarding the ground of unpatentability based on Abecassis and Malkin, 

Petitioner states accurately that “the Board did not consider [in the ’484 IPR] 

                                           
4 Petitioner asserts in error that  the “Initial Petition” [the petition in the ’484 IPR] 
“only challenged claims 3, 7–11, 13-15, 22–26, 29, 35-39, and 41–43 as being 
anticipated under 35 U.S.C. § 102(e) by Abecassis.”  Pet. 6.  The petition in the 
’484 IPR challenged claims 1–43 under 35 U.S.C. § 102(e) based on Abecassis.  
See ’484 IPR, Paper 4, 2 (“Petitioner respectfully requests that claims 1–43 of U.S. 
Patent No. 7,577,970 . . . be canceled on the following grounds: . . . Claims 1–43 
are anticipated under 35 U.S.C. § 102(e) by U.S. Patent No. 6,408,128 to 
Abecassis.”) (emphasis added); see also id. at 25. 
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whether dependent claims 29, 35–39, and 41–43 are unpatentable under 35 U.S.C. 

§ 103(a) over Abecassis in view of Malkin.”  Pet. 6.  This is because Petitioner 

chose not to challenge these claims based on Abecassis and Malkin in the 

’484 IPR, as shown in the chart above.  In the ’484 IPR, Abecassis was asserted to 

anticipate all the claims, claims 1–43.  ’484 IPR, Paper 4, 2, 25.    

Petitioner asserts that “[t]his petition, which is responsive to the Board’s 

claim constructions in the Institution Decision [in the ’484 IPR], challenges claims 

of the ’970 patent on grounds that were not raised or could not have been 

reasonably raised in the initial petition [in the ’484 IPR].”  Pet. 5.  The reason 

Petitioner asserts it could not have reasonably raised these grounds in the ’484 IPR 

petition is because the ’484 IPR petition “was predicated on claim constructions 

and interpretations that are broader than the claim constructions and interpretations 

the Board applied.”  Id. at 6.  A decision to institute review on some claims in a 

first inter partes review, however, should not act as a how-to guide for the same 

Petitioner filing a second petition for inter partes review challenging claims that it 

unsuccessfully challenged in the first petition or claims that it reasonably could 

have challenged in the first petition.  

It is beyond dispute that the same references, Abecassis and Malkin, asserted 

herein as establishing unpatentability also were asserted in the ’484 IPR.   

Petitioner has not directed us to any persuasive evidence or arguments as to 

why the arguments presented herein asserting unpatentability based on Abecassis 

and Malkin for dependent claims 29, 35–39, 41, and 42 are substantially different 

from the arguments presented in the ’484 IPR asserting the unpatentability of 

claims 1–43 based on Abecassis and claims 2, 4–6, 12, 16–21, 27, 28, 30–34, and 

40 based on Abecassis and Malkin. 

Claim 29, for example, requires the filtering action to be a “reframing” 
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action.  Ex. 1017, col. 23, ll. 62–64.  This same filtering action is required in 

claim 3.  Id. at col. 20, ll. 25–27.  In the ’484 IPR, Petitioner asserted that claim 3 

was anticipated by Abecassis because “Abecassis teaches filtering by reframing, 

but uses the terms ‘windowing’ and ‘zooming.’”  ’484 IPR, Paper 4, 31.  Also, 

claim 29 depends from claim 28.  In the ’484 IPR, Petitioner asserted that claim 28 

would have been obvious based on Abecassis and Malkin.  Id. at 50.  Thus, the 

Petition herein presents the same references with substantially the same arguments 

that were presented in the ’484 IPR.   

Claim 35 requires a “vendor independent interface” and also requires that 

the interaction with the decoder occurs through the vendor independent interface.  

Ex. 1017, col. 24, ll. 23–26.  These same requirements are stated in claim 7.  Id. at 

col. 20, ll. 46–49.  In the ’484 IPR, Petitioner asserted that claim 7 was anticipated 

by Abecassis.  ’484 IPR, Paper 4, 32 (citing Ex. 1006 ¶ 44 from the ’484 IPR (the 

“Stevenson Declaration”)).  In his declaration in the ’484 IPR, Petitioner’s expert, 

Dr. Robert Louis Stevenson, stated that “Abecassis discloses the limitations of 

claim 7.”   Stevenson Declaration ¶ 44.  Dr. Stevenson further explained that 

Abecassis “discloses the exact same vendor independent interface described in the 

’970 patent.”  Id.  Also, claim 35 depends from claim 27, which was challenged in 

the ’484 IPR as obvious based on Abecassis and Malkin.  ’484 IPR, Paper 4, 48–

50.  Thus, the current Petition presents the same references with substantially the 

same arguments that were presented in the ’484 IPR.   

The analysis above similarly applies via the following comparisons: 

compare the references and arguments asserted against claim 36 herein, with the 

references and arguments asserted against claim 8 in the ’484 IPR; compare the 

references and arguments asserted against claim 37 herein, with the references and 

arguments asserted against claim 9 in the ’484 IPR.  Similarly, compare the 
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references and arguments asserted against claim 38 herein, with the references and 

arguments asserted against claim 10 in the ’484 IPR; compare the references and 

arguments asserted against claim 39 herein, with the references and arguments 

asserted against claim 11 in the ’484 IPR; compare the references and arguments 

asserted against claim 41 herein, with the references and arguments asserted 

against claim 13 in the ’484 IPR; and compare the references and arguments 

asserted against claim 42 herein, with the references and arguments asserted 

against claim 14 in the ’484 IPR.  Each of claims 36–39, 41, and 42 depend from 

claim 27.  As stated above, in the ’484 IPR, Petitioner asserted that claim 27 would 

have been obvious based on Abecassis and Malkin.  We also note that the claim 

charts provided herein by Petitioner for claims 29, 35–39, 41, and 42 cite only to 

Abecassis and substantially repeat the arguments recited for claims 3, 7–11, 13, 

and 14, respectively, in the claim charts in the ’484 IPR.  Thus, the Petition herein 

presents the same references with substantially the same arguments that were 

presented in the ’484 IPR.   

Accordingly, based on the analysis above, we exercise our discretion under 

35 U.S.C. § 325(d) to deny review of claims 29, 35–39, 41, and 42 on the asserted 

ground of obviousness over Abecassis and Malkin.   

2.  Obviousness Based on Abecassis, Malkin, and Aras 

Abecassis and Malkin, previously asserted in the ’484 IPR, were discussed 

above.  Aras is the sole new reference asserted herein.  Petitioner asserts that “Aras 

is nearly identical to the core claimed subject matter of the ‘970 patent.”  Pet. 11.   

Petitioner recognizes the similarity between the Petition in this proceeding 

and the Petition in the ’484 IPR by stating in its general “overview” that “[i]n view 

of the number of claims and the grounds for unpatentability, Petitioner relies on the 
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Related ’970 Petition (the Corrected Petition)5 and the following argument and 

claim charts.”  Pet. 15.  Petitioner also asserts that “Abecassis and Malkin, each 

and in combination, disclose a product that is identical in structure and 

composition to the claimed product of the ’970 patent. . . . Thus, the disclosed prior 

art devices of Abecassis and Malkin are fairly viewed to render the claims of the 

’970 patent obvious under 35 U.S.C. § 103(a).”  Id. at 15–16.  Based on 

Petitioner’s characterization of the asserted ground based on the combination of 

Abecassis and Malkin, Aras is either superfluous or redundant.   

Petitioner relies on Aras only for the disclosure of a “disabling” function,” 

which is recited in independent claim 27 and the claims dependent thereon.  See, 

e.g., Pet. 45.  In the ’484 IPR, Petitioner relied on Abecassis for disclosing the 

same feature.  ’484 IPR, Paper 4, 10, 30.  Petitioner does not distinguish the 

teachings in Aras from those in Abecassis, which Petitioner argued taught the 

“disabling” function in the ’484 IPR petition.   

Regarding Aras, Petitioner does not contend that Aras was not known or 

available to it at the time it filed the ’484 IPR.  See Unilever, Inc. v. Procter & 

Gamble Co., Case IPR2014-00506, slip. op. at 6 (PTAB July 7, 2014) (in 

exercising § 325(d) discretion, one factor is whether newly cited references were 

known or available to a petitioner at the time of filing of the earlier petition) 

(informative).  Indeed, Aras is listed on the face of the ’970 patent and was 

considered by the Office during prosecution.  See Ex. 1017, 2.  

Accordingly, based on the analysis above, the ground in this Petition based 

on Abecassis, Malkin, and Aras presents substantially the same prior art and 

                                           
5 To the extent Petitioner “relies on” arguments presented in the ’484 IPR petition 
(but not the instant Petition), we do not consider such arguments.  See 37 C.F.R. 
§ 42.6(a)(3) (“Arguments must not be incorporated by reference from one 
document into another document.”). 
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arguments as in the ’484 Petition.  We exercise our discretion under 35 U.S.C. § 

325(d) to deny review of claims 1–43 on the asserted ground of obviousness over 

Abecassis, Malkin, and Aras.   

III. CONCLUSION 

Based on the analysis above, we conclude that, on the record before us, the 

’484 IPR petition presented substantially the same prior art and arguments to the 

Office as those in the present Petition. Accordingly, we exercise our discretion to 

deny institution of review under 35 U.S.C. § 325(d). 

IV. ORDER 

In consideration of the foregoing, it is hereby  

ORDERED that the Petition is denied. 

 
  



Case IPR2014-00783 
Patent 7,577,970 B2 
 

 14 
 

For Petitioner: 
 
Steven M. Greenberg 
Kara A. Brotman 
CRGO LAW 
sgreenberg@crgolaw.com 
kbrotman@crgolaw.com 
 
For Patent Owner: 
 
Brian D. Tucker  
Joshua Rupp  
KIRTON MCCONKIE 
btucker@kmclaw.com  
jrupp@kmclaw.com  
 
 


