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UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

 

SEOUL SEMICONDUCTOR CO., LTD and 

NORTH AMERICA SEOUL SEMICONDUCTOR INC., 

Petitioner, 

 

v. 

 

ENPLAS CORPORATION, 

Patent Owner. 

____________ 

 

Case IPR2014-00605 

Patent 7,348,723 B2 

____________ 

 

Before HOWARD B. BLANKENSHIP, JAMES B. ARPIN, and 

JAMES A. TARTAL, Administrative Patent Judges. 

 

ARPIN, Administrative Patent Judge. 

 

 

 

DECISION 

Denying Motion for Additional Discovery  

37 C.F.R. § 42.51(b)(2) 

 

INTRODUCTION 

On October 16, 2014, we authorized Patent Owner to file a Motion for 

Additional Discovery, “requesting information, as may be required under              

37 C.F.R. § 42.65(b), relating to the hand-drawn tracing analysis and the computer 
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simulation described in the [Dr. Sasian’s] declaration.  See Ex. 1008 ¶¶ 82, 92–

106.”  Paper 13, 4.  On October 23, 2014, Patent Owner filed a Motion for 

Additional Discovery (Paper 14), accompanied by a copy of a declaration          

(Ex. 2001) filed in a co-pending proceeding in Japan; and, on October 29, 2014, 

Petitioner filed an Opposition to the Motion for Additional Discovery (Paper 15).  

For the reasons set forth below, we deny Patent Owner’s Motion for Additional 

Discovery. 

ANALYSIS 

1. Exhibit 2001 

In our Order, we authorized Patent Owner to request additional discovery 

only with respect to certain portions of the Declaration of Jose Sasian, Ph.D.      

(Ex. 1008), filed by Petitioner.  Paper 13, 2–3.  Nevertheless, Patent Owner filed a 

new exhibit and requested additional discovery from Petitioner regarding that 

newly-filed exhibit, without our authorization.  Patent Owner acknowledges that 

“the authorized discovery in Paper No. 13 does not expressly include the 

statements in Exhibit No. 2001,” but Patent Owner argues that “that is simply 

because [Patent Owner] had not been advised of its existence by Petitioner.”    

Paper 14, 4.     

Previously, we cautioned Patent Owner regarding the filing of unauthorized 

motions.  Paper 12, 3–4.  Because we did not authorize any request for additional 

discovery regarding Exhibit 2001, we deny Patent Owner’s request for additional 

discovery regarding Exhibit 2001 and order Exhibit 2001 expunged.
1
  We now 

                                           
1
 We expunge Exhibit 2001 without prejudice to its later submission under 

appropriate circumstances.  See, e.g., Medtronic, Inc. v. Endotach, LLC,    

IPR2014-00100, slip op. 2–3 (PTAB Aug. 28, 2014) (Paper 32). 
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inform the parties that any future violation of our prohibition against unauthorized 

motions shall be subject to sanctions.  

2. Exhibit 1008 

In our Order, we authorized Patent Owner to file a Motion for Additional 

Discovery, requesting information, as may be required under 37 C.F.R. § 42.65(b), 

relating to the hand-drawn tracing analysis and the computer simulation     

described in the declaration.  Paper 13, 2–3 (citing Ex. 1008 ¶¶ 82, 92–106).  

Under 37 C.F.R. § 42.65(b), “[i]f a party relies on a technical test or data from such 

a test, the party must provide an affidavit explaining” the answers to certain 

specific questions and “[a]ny other information necessary for the Board to evaluate 

the test and data” (emphasis added).  Thus, we authorized Patent Owner to request 

additional discovery regarding particular portions of Exhibit 1008 to discover 

answers to the questions identified in 37 C.F.R. § 42.65(b).    

In its Motion, Patent Owner requests  

[p]roduction of all materials and documents created, prepared, altered 

or relied on in any way by Declarant Jose Sasian in conducting the 

preparation of his Declaration and/or Statements (at least Exhibit No. 

1008 . . .) related to any and all experiments and work referenced in 

Exhibit [No.] 1008 . . . , or any similar document referring to U.S. 

Patent No. 5,577,493 [Ex. 1002, “Parkyn”].   

 

Paper 14, 1 (emphases added).  In particular, Patent Owner asserts that these 

materials and documents would include: 

1) All curves considered, drawn or generated by Declarant in 

developing the figures reflected in Exhibit [No.] 1008 . . . , and any 

curves drawn by Sasian in connection with the preparation of Exhibit 

[No.] 1008 . . . ; all original light ray tracings or similar documents 

prepared in connection with Exhibit [No.] 1008 . . . ; any documents 

reflecting any analysis of or measurements made with respect to such 

light ray tracings; (examples are referred to in ¶ 88 of Exhibit No. 

1008); and 
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2) One operational copy of each software program used in 

connection with the simulations described in Exhibit No. 1008, 

including the “program in Zemax ZPL macro language” referenced at 

¶ 101 of Exhibit No. 1008. The software programs may conveniently 

be provided in the form of a hard drive or flash drive with all 

necessary execution software provided thereon, suitable for use in 

either a pc or mac at Petitioner’s election. 

 

Id. at 1–2 (emphases added). 

 

As indicated in our Order, we give due consideration to the factors discussed 

in Garmin Int’l, Inc. et. al. v. Cuozzo Speed Tech, LLS, IPR2012-00001, slip op. 6–

7 (PTAB Mar. 5, 2013) (Paper 26) (informative) (hereinafter “Garmin”) to guide 

our determination whether a discovery request meets the statutory and regulatory 

necessary “in the interests of justice” standard.  In determining whether we should 

grant Patent Owner’s Motion for Additional Discovery, we apply Garmin     

Factors 1, 3, and 5 in turn.  See Garmin at 6–7. 

a. Garmin Factor 1 

Garmin Factor 1 provides that “[t]he party requesting discovery should 

already be in possession of evidence tending to show beyond speculation that in 

fact something useful will be uncovered.”  Garmin at 6.  By its motion for 

additional discovery, Patent Owner seeks “discovery of all materials prepared by 

and relied on by [Dr.] Sasian in the development of the opinions and positions set 

forth in his Declaration, Exhibit No. 1008.”  Paper 14, 4.  Patent Owner further 

states that this discovery would include “any and all papers reflecting the 

drawings, computer simulations and analyses and experiments [Dr.] Sasian created 

and described in Exhibit No. 1008 . . .[, and] all drafts and iterations of Exhibit  

No. 1008 . . .  prepared prior to its submission.”  Id.  Petitioner contends that Patent 

Owner is not seeking information that should have been provided in Exhibit 1008, 
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but which was not, consistent with the requirements of 37 C.F.R. § 42.65(b).  

Paper 15, 4.  Instead, Petitioner contends that Patent Owner requests a “fishing 

expedition” for documents that may be only tangentially related to “the hand-

drawn tracing analysis and the computer simulation,” which were the subject of 

our Order’s authorization.  See id. 

Despite informing Patent Owner that we would give due consideration to the 

factors discussed in Garmin, Patent Owner addressed the Garmin factors in only 

the most cursory and conclusory manner.  Paper 14, 3.  Patent Owner has not 

established more than the mere possibility of finding something useful, and the 

mere possibility that something useful will be found is insufficient basis for 

granting Patent Owner’s motion.  Thus, the request for “all materials and 

documents” relied upon by Dr. Sasian (Paper 14, 1) fails to satisfy the 

requirements of Garmin Factor 1. 

b. Garmin Factor 3 

Garmin Factor 3 provides that “[i]nformation [that] a party can reasonably 

figure out or assemble without a discovery request would not be in the interest of 

justice to have produced by the other party.”  Garmin at 6.  In its Motion, Patent 

Owner argues that, “[t]o be able to replicate and understand the actions undertaken, 

the basis for [Dr.] Sasian’s Opinions, access to the software used is essential.” 

Paper 14, 6.  Hence, Patent Owner seeks “[o]ne operational copy of each software 

program used in connection with the simulations described in Exhibit No. 1008.”  

Id. at 1–2. 

Although Petitioner disputes the propriety of Patent Owner’s request for 

copies of the computer software used by Dr. Sasian, Petitioner provides Patent 

Owner with a list of programs, version numbers, and corporate sources of the 

software used by Dr. Sasian in generating the drawings and computer simulations 
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discussed in Dr. Sasian’s declaration.  Paper 15, 5; see Ex. 1011.  Patent Owner 

has not shown that this list is incomplete or inaccurate, or that the software is no 

longer available from the identified sources, and we, therefore, determine that 

Exhibit 1011 allows Patent Owner to figure out or assemble the necessary 

information without a discovery request.  In view of the information produced in 

Exhibit 1011, we determine that Patent Owner’s request for operational copies of 

the software used by Dr. Sasian fails to satisfy the requirements of Garmin    

Factor 3. 

c. Garmin Factor 5 

Garmin Factor 5 provides that “[r]equests [for additional discovery] should 

be sensible and responsibly tailored according to a genuine need.”  Garmin at 7 

(emphasis added).  In our Order, we informed Patent Owner that its Motion for 

Additional Discovery would be unlikely to be granted if it is unduly broad or is 

written in the style of a district court proceeding, including blanket requests for “all 

correspondence,” “all materials,” or “all documents.”  Paper 13, 4.  In particular, 

we informed Patent Owner that such a Motion is unlikely to be found sufficiently 

narrowly tailored under the factors considered in deciding whether discovery is 

“‘necessary in the interest of justice.’  See 35 U.S.C. § 316(a)(5); 37 C.F.R. 

§ 42.51(b)(2).”  Id. at 4–5.  

In its Motion, however, Patent Owner makes a broad request for “all 

materials and documents created, prepared, altered or relied on in any way by 

Declarant Jose Sasian in conducting the preparation of his Declaration and/or 

Statements (at least Exhibit No. 1008 . . .) related to any and all experiments and 

work referenced in Exhibit [No.] 1008 . . . , or any similar document referring to 

[Parkyn].”  Paper 14, 1 (emphases added).  Petitioner responds that the breadth of 

Patent Owner’s request requires careful scrutiny to ensure that, as the requests are 
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fulfilled, Petitioner’s attorney-client and work product privileges are preserved.  

Paper 15, 6; see also id. at 3-4 (discussing the requirement for understandable 

instructions under Garmin Factor 1).  Consequently, Petitioner contends that Patent 

Owner’s request is overly burdensome.  Id.   

Apart from the fact that Patent Owner’s request for “all materials and 

documents” runs counter to the spirit, if not the letter, of our Order, we agree with 

Petitioner that this request is burdensome and is not responsibly tailored according 

to Patent Owner’s asserted need for additional discovery.  Thus, Patent Owner’s 

overly broad request (Paper 14, 1) also fails to satisfy the requirements of Garmin 

Factor 5. 

CONCLUSION 

For the foregoing reasons, Patent Owner has not met its burden of 

demonstrating that the additional discovery requested is in the interests of justice. 

Therefore, Patent Owner’s Motion for Additional Discovery is denied. 

ORDER 

It is  

ORDERED that Patent Owner’s Motion for Additional Discovery is denied; and 

FURTHER ORDERED that Patent Owner’s Exhibit 2001 is expunged. 
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