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I. INTRODUCTION 

Petitioner, 3M Company, Inc., filed a Petition (Paper 2, “Pet.”) to 

institute inter partes review of claims 1–6 of U.S. Patent No. 6,156,424 (Ex. 

1001, “the ’424 patent”), pursuant to 35 U.S.C. §§ 311–319.  Patent Owner, 

Andover Healthcare, Inc., filed a Preliminary Response
1
 (Paper 8, “Prelim. 

Resp.”).  We have authority under 35 U.S.C. § 314, which provides that an 

inter partes review may not be instituted unless the information presented in 

the Petition and Preliminary Response shows that there is a reasonable 

likelihood that the Petitioner would prevail with respect to at least one of the 

claims challenged in the petition.   

Upon consideration of the Petition and Preliminary Response, we 

determine Petitioner has not established a reasonable likelihood that it would 

prevail in showing the unpatentability of at least one of the challenged 

claims.  Accordingly, the Petition is denied under 35 U.S.C. § 314(a) for the 

reasons that follow.   

II. BACKGROUND 

A. Related Matters 

The parties indicate that the ’424 patent is involved in the following 

lawsuit:  Andover Healthcare, Inc. v. 3M Company, Case No. 1:13-cv-

00843-LPS (D. Del.) (“the district court case”).  Pet. 2; Paper 4, 1. 

B. The ’424 Patent (Ex. 1001) 

The ’424 patent relates to a cohesive product that has one or more 

layers of a substrate and a synthetic water-based cohesive polymer that is 

                                           
1 
“Amended Preliminary Response,” filed July 31, 2014. 
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applied to the substrate and defines an outer surface of the product.  

Ex. 1001, Abs.  Specifically, the invention is directed to cohesive tapes and 

bandages, in which the cohesive material is a synthetic elastomer rather than 

a natural rubber latex.  Id. at 1:4–6.  Natural rubber latex is inherently 

cohesive, “meaning that it sticks to itself rather than to other materials.”  Id. 

at 1:16–17.  Natural rubber latex, however, degrades, and can cause 

immediate or delayed allergic reactions in a small but significant segment of 

the population.  Id. at 1:21–22, 1:39–41.  Therefore, the ’424 patent 

identifies a “long-standing need for a cohesive bandage or other product that 

is free of and thus avoids the allergy-causing proteins found in natural 

rubber latex and the petroleum-caused degradations of natural rubber latex, 

yet still possesses the desirable cohesive properties of natural rubber.”  Id. at 

1:47–52.   

C. Illustrative Claim 

Each of claims 1–6 are independent.  Claims 1–4 are directed to a 

cohesive product.  Claims 5 and 6 are method claims.  Claim 1 of the ’424 

patent is illustrative of the claims at issue: 

1. A cohesive product comprising a substrate and a synthetic 

water-based cohesive, said water-based cohesive comprising 

(a) an elastomer having an inherently crystalline structure and 

defining at least one outer surface of the product and selected 

from the group consisting of polychloroprene, polyester 

polyurethane, and polycaprolactone polyurethane, and (b) two 

tackifying resins with melting points higher and lower relative 

to one another in an amount effective to disrupt the crystalline 

structure of the elastomer, maintaining the elastomer in a partial 

polycrystalline state such that the elastomer possesses a 

cohesive property. 
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D. Evidence Relied Upon 

Petitioner relies upon the following references: 

1.  Coe, D.G., Latex Based Adhesives, DUPONT 

NEOPRENE SYNTHETIC RUBBER (1995) (“Coe”) (Ex. 1003). 

2.  WO 96/03445, published on February 8, 1996 (“WO 

’445”) (Ex. 1004). 

3.  U.S. Patent No. 4,699,133, issued October 13, 1987 

(“Schäfer”) (Ex. 1005).   

4.  Carl, J.C., Neoprene Latex: Principles Of 

Compounding And Processing, ELASTOMERS CHEMICALS 

DEPARTMENT, DUPONT (1962) (“Carl”) (Ex. 1006) 

5.  U.S. Patent No. 5,476,896 issued December 19, 1995 

(“Pereira”) (Ex. 1007). 

6.  EP 0 787 757 A2, published on August 6, 1997 

(“EP ’757”) (Ex. 1008). 

E. Asserted Grounds of Unpatentability 

Petitioner challenges the patentability of the ’424 patent claims based 

on the following grounds: 

References Basis Claims challenged 

Coe § 102(b)  3–6 

Coe and WO ’445 § 103(a) 3–4 

Coe and Schäfer § 103(a) 3–4 

Carl § 102(b)  1–4 

Pereira § 102(b)  1–4 

EP ’757 § 102(a)  1–4 
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III.   CLAIM CONSTRUCTION 

A. Legal Standard  

In an inter partes review, the Board construes the claims of an 

unexpired patent using the broadest reasonable construction in light of the 

specification of the patent.  37 C.F.R. § 42.100(b).  Under the broadest 

reasonable interpretation standard, claim terms are given their ordinary and 

customary meaning in view of the specification, as would be understood by 

one of ordinary skill in the art at the time of the invention.  In re Translogic 

Tech., Inc., 504 F.3d 1249, 1257 (Fed. Cir. 2007).   

For purposes of this decision, we find it necessary to construe only the 

claim terms “cohesive” and “in an amount effective to disrupt the crystalline 

structure of the elastomer . . . such that the elastomer possesses a cohesive 

property.” 

B.  “cohesive” 

Petitioner states that the ’424 patent “equates cohesion to 

autoadhesion or autohesion—the ability of an elastomer to stick to itself—

with the added limitation that it ‘will not stick (at least to any significant 

degree) to other surfaces or materials.’”  Pet. 19 (citing Ex. 1001, 1:15–19; 

3:58–61; 7:36–38; Ex. 1002 ¶ 41.).  Petitioner argues, however, that “the 

’424 patent discloses relatively sparse guidelines for determining whether a 

water-based elastomer composition will be ‘cohesive.’”  Id.  Thus, “without 

any clear quantitative guidelines regarding what ‘cohesive’ means,” 

Petitioner urges the Board to “adopt the patentee’s own characterization of 

‘cohesiveness’ from the patent examples.”  Id. at 20.  In the Declaration of 

Dr. Christopher W. Macosko, Ph.D. (“the Macosko Declaration”), 

Petitioner’s Declarant calculates various tackifier:elastomer ratios based on 
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compositions found in Tables 2, 3 and 4 of the Specification.  Ex. 1002 ¶¶ 

42, 45–46.  Based on these calculations, Petitioner proposes that 

“compositions containing from about 0.14 to about 0.38 tackifier:elastomer 

by weight are ‘cohesive’ compositions as the ’424 patent defines that term.”  

Pet. 21.   

Patent Owner argues that “the broadest reasonable construction for 

“cohesive” is the one Petitioner acknowledges is set forth in the 

specification: adheres to itself but not (at least to any significant degree) to 

other substrates.”  Prelim. Resp. 12. 

With respect to claim interpretation, “[u]sually [the specification] is 

dispositive; it is the single best guide to the meaning of a disputed term.”  In 

re Abbott Diabetes Care Inc., 696 F.3d 1142, 1149 (Fed. Cir. 2012) 

(citations omitted).  “[C]laim terms are normally used consistently 

throughout [a] patent.”  Phillips v. AWH Corp., 415 F.3d 1303, 1314 (Fed. 

Cir. 2005).  “[A] patentee may choose to be his own lexicographer and use 

terms in a manner other than their ordinary meaning, as long as the special 

definition of the term is clearly stated in the patent specification or file 

history.”  Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. 

Cir. 1996). 

As recognized by both Petitioner and Patent Owner, the ’424 patent 

defines the term “cohesive.”  See generally, Ex. 1001, 1:15–17 (“Natural 

rubber latex is inherently cohesive, meaning that it sticks to itself rather than 

to other materials.”), 3:58–61 (“However, because the synthetic elastomers 

are cohesive, rather than pressure sensitive, the surface of tapes 10, 40 will 

not stick (at least to any significant degree) to other surfaces or materials.”), 

7:33–38 (“When applied to a substrate so that it defines the outer surfaces of 
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a product, a water-based, synthetic inherently crystalline elastomer to which 

an effective amount of tackifier has been added produces a cohesive product 

which will adhere to itself, but not (at least to any significant degree) to 

other substrates.”).  

Based on our review of the parties’ respective positions and the 

Specification, we are persuaded that Patent Owner acted as its own 

lexicographer by defining and consistently using “cohesive” in the 

Specification.  Petitioner’s proposed construction sidesteps the 

Specification’s definition and urges a narrower definition based on 

calculations taken from certain examples in the Specification, which is at 

odds with principles of broadest reasonable interpretation.  While the 

Specification may provide “a general guideline and examples sufficient to 

enable a person of ordinary skill in the art to determine” the scope of the 

claims, there is no requirement that our construction necessarily contain 

precise numerical measurements merely because they appear in the 

examples.  Enzo Biochem, Inc. v. Applera Corp., 599 F.3d 1325, 1335 (Fed. 

Cir. 2010).   

We interpret the claim term “cohesive” as “adheres to itself but not (at 

least to any significant degree) to other substrates.”  

C.  “in an amount effective to disrupt the crystalline structure of the 

elastomer . . . such that the elastomer possesses a cohesive 

property” 

Petitioner argues that the subject patent “provides very little guidance 

regarding what amount of tackifying agent(s) will necessarily lead to a 

‘cohesive’ elastomer in a partially polycrystalline state.”  Pet. 22.  In the 

Macosko Declaration, Petitioner’s Declarant calculates various 
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tackifier:elastomer ratios based on examples given in the Specification.  

Ex. 1002 ¶ 52.  Based on these calculations, Petitioner proposes that “an 

‘amount effective’ should mean at least from about 0.14 to about 0.38, 

especially from 0.2 to 0.3, of tackifying agent(s):elastomer.”  Pet. 23.   

Patent Owner argues that Petitioner’s construction is contrary to the 

customary meaning of “amount effective.”  Prelim. Resp. 16 (citing Abbott 

Labs v. Baxter Pharm. Prods., Inc. 334 F.3d 1274, 1277 (Fed. Cir. 2003) 

(“At the outset, this court notes that the term ‘effective amount’ has a 

customary usage.  Under this usage, the term would mean ‘the amount of 

Lewis acid inhibitor that will prevent the degradation of sevoflurane by a 

Lewis acid.”)).  Patent Owner proposes that, consistent with the 

Specification, the phrase “amount effective” should be construed to have its 

customary meaning: “the quantity that produces the specified result.”  

Prelim. Resp. 17.   

“Effective amount” is a common and generally acceptable claim term 

and is not ambiguous or indefinite, “provided that a person of ordinary skill 

in the art could determine the specific amounts without undue 

experimentation.”  Geneva Pharms., Inc. v. GlaxoSmithKline PLC, 349 F.3d 

1373, 1383–84 (Fed. Cir. 2003) (citing In re Halleck, 422 F.2d 911, 914 

(CCPA 1970).  As functional limitations, such “effective amount” claim 

terms are not limited to disclosed ranges, but rather “encompass any . . . 

amount that can achieve” the claimed function.  Id. at 1384; see In re 

Caldwell, 319 F.2d 254, 258 (CCPA 1963).  The description and examples 

of the ’424 patent Specification provide sufficient guidance for one of 

ordinary skill to determine an amount of tackifier appropriate to achieve the 

claimed “cohesive property” for a given elastomer, without undue 
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experimentation.  Ex. 1001, 6:36–12:16.  The guidance provided in the 

Specification examples, however, need not be read into the claim language, 

as asserted by Petitioner.   

Based on our review of the parties’ respective positions and the 

Specification, we are not persuaded that broadest reasonable interpretation 

of the term “amount effective” should be constrained to a numerical range.   

We interpret the term “amount effective” generally in a manner 

consistent with the courts’ interpretation of the term:  “the quantity that 

produces the specified result.”  Specifically, we interpret the claim term “in 

an amount effective to disrupt the crystalline structure of the elastomer . . . 

such that the elastomer possesses a cohesive property” as “the amount of 

tackifying resin(s) or agent(s) that will disrupt the crystalline structure of the 

elastomer, maintaining the elastomer in a partial polycrystalline state such 

that the elastomer possesses a cohesive property.”   

IV. ANALYSIS 

A. Whether Claims 3–6 are Anticipated by Coe  

Coe is a DuPont publication entitled “Latex based adhesives.”  Ex. 

1003.  The Coe bulletin “deals in depth with the formulation and 

characteristics of Neoprene latex adhesives and their applications.”  Id. at 3.  

Petitioner relies on a section of Coe entitled “Anionic contact adhesives,” 

which compares results obtained with the emulsion of a moderately high 

melting rosin ester in a number of Neoprene latexes.  Id. at 10.  Specifically, 

Petitioner refers to Table 5, Composition 1 of Coe, which discloses a 

composition of Neoprene latex and Oulutac 90D.  Id. at 11; Pet. 24–25.   

Petitioner argues that Oulutac 90D is present in an amount effective to 

disrupt the crystalline structure of the elastomer and maintain the elastomer 
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in a partial polycrystalline state such that the elastomer possesses a cohesive 

property, “for at least the reason that the 0.25 tackifier:elastomer ratio used 

in Coe 5-1 falls squarely within the preferred range of 0.2-0.3 

tackifier:elastomer identified in the ’424 patent as leading to cohesive 

materials.”  Pet. 25.  Petitioner also argues that “Coe 5-1 contains 25 phr 

Oulutac 90D, which is a ratio of 0.25 tackifier:elastomer.”  Id. at 30. 

Patent Owner argues that “[f]atally to Petitioner’s invalidity argument, 

Coe does not disclose anywhere that 25 parts per hundred of Oulutac 90 D 

disrupts the crystalline structure of Neoprene 400 and maintains it in a 

partial polycrystalline state such that is possesses a cohesive property.”  

Prelim. Resp. 19.  Patent Owner also argues that Petitioner’s contention that 

Coe discloses a 0.25 tackifier:elastomer ratio is not, per se, evidence of 

cohesiveness, because Petitioner’s argument improperly replaces functional 

claim language with a numeric range of tackifier:elastomer ratios.  Id. at 20.   

Challenged claims 3–6 require at least one tackifier.  The challenged 

claims are directed to a cohesive product (claims 3, 4), a method of 

modifying cohesiveness (claim 5), or a method of making a synthetic 

cohesive product (claim 6).  Claims 3–5 require the presence of a tackifying 

agent in an amount effective to disrupt the crystalline structure of the 

elastomer and maintain the elastomer in a partial polycrystalline state.   

Based on our interpretation of the claim term “cohesive,” challenged 

claims 3–6 require a product, or a method of producing a product, or a 

method of modifying a product, that adheres to itself but not (at least to any 

significant degree) to other substrates.  Based on our interpretation of the 

claim term “amount effective,” challenged claims 3–5 also require an 

amount of tackifying resin(s) or agent(s) that will disrupt the crystalline 
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structure of the elastomer, maintaining the elastomer in a partial 

polycrystalline state such that the elastomer possesses a cohesive property.  

Patent Owner argues that Petitioner’s statements regarding the 

tackifier:elastomer ratio present in Coe are “not evidence of being cohesive, 

or of meeting the ‘amount effective’ limitation when properly construed.”  

Prelim. Resp. 20.  Patent Owner argues, generally, that “the amount of 

tackifier required to render the elastomer partially crystalline and cohesive 

(a) varies, depending upon the specific elastomer and tackifier used, and (b) 

must be determined empirically (i.e., by observing whether the resulting 

product is cohesive rather than non-cohesive or pressure-sensitive).”  Id. at 

14–15.  

On this record, we agree with Patent Owner.  Petitioner has not met its 

burden to show that Coe discloses a cohesive product as shown above.  Nor 

has Petitioner met its burden of showing that Coe discloses tackifier in an 

amount effective to disrupt the crystalline structure of the elastomer and 

maintain the elastomer in a partial polycrystalline state such that the 

elastomer possesses a cohesive property.  Accordingly, Petitioner has not 

demonstrated a reasonable likelihood it would prevail on the ground that 

claims 3–6 are anticipated by Coe. 

B. Whether Claims 3 and 4 Would Have Been Obvious over WO ’445 

and Coe  

WO ’445 relates to improved tackifiers, methods to produce those 

tackifiers, and adhesive compositions made from those tackifiers.  Ex. 1004, 

1:4–5.  WO ’445 discloses adhesives such as hot melt adhesives, pressure 

sensitive adhesives, hot melt pressure sensitive adhesives, and contact 

adhesives.  Id. at 19:31–33. 
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Petitioner argues that WO ’445 discloses blending its novel tackifiers 

with a base polymer, such as polychloroprene.  Pet. 32; Ex. 1004, Abs.  

Petitioner further argues that “WO ‘445 also discloses an amount of tackifier 

to be added to a base polymer that encompasses the range of amounts found 

to be ‘an amount effective’ in the ‘424 patent.”  Pet. 35.   

Patent Owner argues that WO ’445 has no teaching or disclosure of 

cohesive products or how to make such products.  Prelim. Resp. 24.  Patent 

Owner again emphasizes that the “window of compounding” for the 

tackifier:elastomer ratio to achieve a cohesive product will vary depending 

on the particular elastomer, and the ratio is determined empirically, not by 

applying a simple numeric ratio.  Id. at 25.  Specifically, Patent Owner 

argues that Petitioner relies on its incorrect claim constructions for 

“cohesive” and “amount effective,” and even considering Petitioner’s claim 

construction, WO ’445’s disclosure of the large range between 1 and 300 

parts per hundred tackifier to 100 parts base polymer would not have 

rendered obvious the selection of the range of 14 to 38 parts per hundred.  

Id. at 25–26. 

On this record, we are persuaded by Patent Owner’s arguments.  

Based on our interpretation of the claim term “cohesive,” challenged claims 

3 and 4 require a product that adheres to itself but not (at least to any 

significant degree) to other substrates.  For the reasons stated above, 

Petitioner has not met its burden of showing that Coe discloses a cohesive 

product, or tackifier in an amount effective to disrupt the crystalline 

structure of the elastomer and maintain the elastomer in a partial 

polycrystalline state such that the elastomer possesses a cohesive property.  

WO ’445 also does not disclose or teach a cohesive product or how to use 
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tackifiers and elastomers in an amount effective to disrupt the crystalline 

structure of the elastomer and achieve a cohesive product.  Accordingly, 

Petitioner has not demonstrated a reasonable likelihood it would prevail on 

the ground that claims 3 and 4 would have been obvious over WO ’445 and 

Coe. 

C. Whether Claims 3 and 4 Would Have Been Obvious over Schäfer 

and Coe  

Schäfer discloses a “cohesive, self-adhesive, rigid or elastic bandage” 

comprising a woven fabric having a porous structure an amount of ultra fine 

particles of an adhesive, such as a rubber adhesive, uniformly distributed 

over both bandage surfaces.  Ex. 1005, Abs.  Schäfer states that the type of 

adhesive particles used “are based either on mixtures of rubber, resins 

(which make the material sticky), and softeners, or on special polymers 

without other additions.”  Id. at 6:42–45 (emphasis added).   

Schäfer states that “[t]he adhesive bandages currently used can be 

divided into two groups which differ in the type of self-adhesive substance 

used.”  Id. at 6:52–54.  Of the two groups of adhesive bandages currently 

used:  “[o]ne group is based on conventional self-adhesive rubber substances 

and the other on synthetic polymer compounds and polyaddition 

compounds.”  Id. at 6:55–58.  Regarding these two groups of bandages, 

Schäfer continues:   

In the conventional [i.e. rubber] self-adhesive substances, the 

correct viscosity is obtained by adding auxiliary products to the 

cohesive rubber, and in the synthetic self-adhesive substances 

which are based on homopolymers or copolymers, the correct 

combination of viscosity and cohesiveness is obtained by 

adjusting the average molar substance and the distribution of 

the molar substance in the total polymer.  In rubber self-
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adhesive substances, resins, softeners and fillers are used as the 

required auxiliary products.   

 

Id. at 6:68–7:9.   

Petitioner argues that Schäfer discloses, in the case of synthetic 

adhesive substances, “the correct combination of viscosity and cohesiveness 

is obtained by adjusting the average molar substance and the distribution of 

the molar substance in the total polymer.”  Pet. 40 (citing Ex. 1005, 7:3–8).  

Petitioner then reasons that “[s]uch molar substances may be resins, 

polyterpene resins, and hydrocarbon resins.”  Pet. 40 (citing Ex. 1005, 7:8–

16; Ex. 1002 ¶ 80).  Petitioner summarizes that, because polychloroprene 

latexes were known in the art to be suitable substitutes for natural rubber 

latexes, a person of ordinary skill in the art “would have had a good reason 

to consider polychloroprene latexes to create a composition having similar 

cohesive properties to natural rubber.”  Pet. 40; Ex. 1002 ¶ 81.   

Patent Owner argues that “[n]owhere does [Schäfer] state that 

polychloroprene or the other elastomers named in the claims of the ’424 

Patent can be used to make cohesive products.”  Prelim. Resp. 29.  Patent 

Owner summarizes that, given the differing properties of the contact 

adhesives of Coe and the properties needed for a cohesive bandage, “one of 

ordinary skill in the art at the time of the invention would not have 

considered polychloroprene to be a suitable elastomer for use in a bandage 

that needs to be cohesive.”  Id. at 314.   

Schäfer discloses two categories of bandages:  rubber-based and 

polymer based.  The rubber-based bandages are mixed with auxiliary 

products.  Ex. 1005, 6:68–7:9 (“In rubber self-adhesive substances, resins, 

softeners and fillers are used as the required auxiliary products.”).  The 
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polymer-based bandages are not mixed with anything.  Id. at 6:44–45 

(“special polymers without other additions”).  In discussing how to modify 

polymer-based bandages to make them cohesive, Schäfer states:  “in the 

synthetic self-adhesive substances which are based on homopolymers or 

copolymers, the correct combination of viscosity and cohesiveness is 

obtained by adjusting the average molar substance and the distribution of the 

molar substance in the total polymer.”  Id. at 7:3–8.  The correct 

combination of viscosity and cohesiveness is not obtained by adding resins 

or other auxiliary products to the special polymers.   

Schäfer does not appear to give any examples of the “molar 

substance.”  Petitioner relies on Schäfer (Ex. 1005, 7:3–16) and the Macosko 

Declaration (Ex. 1002 ¶ 80) to conclude that “such molar substances may be 

resins, polyterpene resins, and hydrocarbon resins.”  Pet. 40.  On the record 

before us, we are not persuaded.  Nor are we persuaded by Petitioner’s 

argument that a skilled artisan would have modified Schäfer with Coe, given 

that Schäfer delineates between the different ways of modifying rubber-

based bandages (with auxiliary products) and polymer-based bandages 

(without other additions) to attain cohesiveness.  Although Petitioner argues 

that one of ordinary skill in the art would have explored the polychloroprene 

latex of Coe as a substitute for the natural rubber latex of Schäfer (Ex. 1002 

¶ 80), Petitioner has not presented persuasive evidence that substituting the 

polychloroprene latex of Coe’s contact adhesive in an application requiring 

the cohesive properties claimed by Patent Owner would have been 

recognized by one of ordinary skill in the art.  Prelim. Resp. 29–30. 

Based on our interpretation of the claim term “cohesive,” challenged 

claims 3 and 4 require a product that adheres to itself but not (at least to any 
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significant degree) to other substrates.  Petitioner has not met its burden to 

show that one of ordinary skill in the art at the time of the invention would 

have modified Schäfer with the materials found in Coe to obtain a cohesive 

product as claimed.  Nor has Petitioner met its burden of showing that 

Schäfer and Coe disclose tackifier in an amount effective to disrupt the 

crystalline structure of the elastomer and maintain the elastomer in a partial 

polycrystalline state such that the elastomer possesses a cohesive property.  

Accordingly, Petitioner has not demonstrated a reasonable likelihood it 

would prevail on the ground that claims 3 and 4 would have been obvious 

over Schäfer and Coe. 

D. Whether Claims 1–4 are Anticipated by Carl, Pereira, or EP ’757 

Petitioner advances anticipation grounds for claims 1–4 based on, 

alternatively, Carl, Pereira, or EP ’757.  As all three grounds suffer from the 

same deficiency, we treat them together. 

i. Carl 

Carl is a DuPont publication entitled “Neoprene Latex – Principles of 

Compounding And Processing.”  Ex. 1006.  The portion of Carl relied upon 

by Petitioner discloses, in “Table 62 – Contact Bond Adhesives” a 

composition of Neoprene, a terpene phenolic resin (e.g. Durez 12603), and a 

low melting point resin (e.g. Piccolyte S-10 or Cumar Resin P-10).  Id. at 

100.   

Petitioner contends that Carl discloses that these two tackifying resins 

are present in an amount effective to disrupt the crystalline structure of the 

elastomer, maintaining the elastomer in a partial polycrystalline state such 

that the elastomer possesses a cohesive property.  Pet. 44–45.  Petitioner 

reasons that “terpene phenolic resin can be present in an amount from 25 to 
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75 phr, and the low melting point resin can be present in an amount from 10 

to 30 phr.”  Id. at 45.  Thus, Petitioner concludes, Carl discloses a ratio of 

0.35 tackifier:elastomer, which constitutes “a composition that has two 

tackifiers in an amount effective to impart cohesiveness as the ’424 patent 

defines it.”  Id. at 46; Ex. 1002 ¶ 93.   

Patent Owner argues that Petitioner, as in its other proposed invalidity 

grounds, merely focuses on the tackifier:elastomer ratio.  Prelim. Resp. 32.  

Thus, Patent Owner argues, “Petitioner’s invalidity argument again depends 

wholly upon its faulty claim construction.”  Id. at 33.   

ii. Pereira 

Pereira discloses water-based contact adhesives comprising, inter alia, 

polychloroprene latex and a tackifier resin dispersion.  Ex. 1007, Abs.  

Pereira states that its invention relates to water-based contact cement, 

namely, a water-based contact adhesive.  Id. at 1:3–5.  Pereira defines the 

term “contact adhesive” as “an adhesive which when coated on two 

substrates adheres to itself upon substrate contact and drying.”  Id. at 1:16–

18.  

Petitioner argues that Pereira’s Composition (2) of Table 2B (“Pereira 

2B-2”) contains an inherently crystalline polychloroprene, Neoprene Latex 

5587, and two tackifiers with two different melting points, Rosin Esters 50% 

solids and Staybelite Ester 3.  Pet. 47–48.  Petitioner reasons that “Pereira 

also discloses that its two tackifiers are present in an amount effective to 

impart the requisite ‘cohesive’ property.  The tackifier:elastomer ratio of 

Pereira 2B-2 is 0.38.”  Id. at 49.  Thus, Petitioner concludes, “Pereira 2B-2 

has an amount effective to impart cohesiveness as the ’424 patent defines it.”  

Id.; Ex. 1002 ¶ 103.   



Case IPR2014-00630 

Patent 6,156,424 

 

 

18 

 

Patent Owner argues that “Petitioner’s sole ‘evidence’ that Pereira 

2B-2 meets the ‘cohesive’ and ‘amount effective’ limitations is the 

tackifier:elastomer ratio in Pereira 2B-2.”  Prelim. Resp. 33.  Thus, Patent 

Owner argues, “Petitioner has not provided evidence that Pereira 2B-2 

discloses one or more tackifying agent in an amount that disrupts the 

crystalline structure of the elastomer, maintaining the elastomer in a partial 

polycrystalline state such that the elastomer adheres to itself but not other 

substrates.”  Id. at 33–34.   

iii. EP ’757 

EP ’757 discloses aqueous resin dispersions comprising water, resin, a 

surfactant, and a caseinate.  Ex. 1008, Abs.  EP ’757 provides that “[c]ontact 

adhesives typically require both high temperature strength and good 

contactability,” which can be achieved through use of resin dispersions.  Id. 

at 2:11-12.  The Examples section of EP ’757 relied upon by Petitioner tests 

three commercial adhesives and an adhesive formulation to determine 

contactability/open time, high temperature performance, and ultimate bond 

strength.  Id. at 9:25–44.   

Petitioner argues that Comparative Example E of EP ’757 contains an 

inherently crystalline polychloroprene elastomer, Aquastick 2540, and two 

tackifying agents with different melting points, 10 phr rosin ester dispersion 

having 55% solids and 30 phr terpene phenolic dispersion.  Pet. 50–51; Ex. 

1008, 9:40–44; Ex. 1002 ¶¶ 111, 113.  Petitioner also argues that “the 

tackifiers of Comparative Example E are present in an amount effective to 

produce a cohesive adhesive.”  Pet. 51; Ex. 1002 ¶ 114.  Thus, Petitioner 

concludes, “EP ’757 Comparative Example E has an amount effective to 

impart cohesiveness as the ’424 patent defines it.”  Pet. 51. 
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Patent Owner argues that Petitioner’s only evidence that EP ’757 

meets the limitations of the subject claims is that the tackifier:elastomer ratio 

of EP ’757 Comparative Example E is 0.35.  Prelim. Resp. 34.  Patent 

Owner argues that “Petitioner must do more than point to the 

tackifier:elastomer ratio to establish a reasonable likelihood that a 

composition in the prior art contains an amount of tackifier that maintains 

the elastomer in a partial polycrystalline state such that the elastomer sticks 

only to itself.”  Id. at 35.   

iv. Conclusion 

Based on our interpretation of the claim term “cohesive,” challenged 

claims 1–4 require a product that adheres to itself but not (at least to any 

significant degree) to other substrates.  Based on our interpretation of the 

claim term “amount effective,” challenged claims 1–4 require an amount of 

tackifying resin(s) or agent(s) that will disrupt the crystalline structure of the 

elastomer, maintaining the elastomer in a partial polycrystalline state such 

that the elastomer possesses a cohesive property.  For the same reasons 

given above regarding Petitioner’s reliance on a specific tackifier:elastomer 

ratio, Petitioner has not met its burden of showing that Carl, Pereira, or EP 

’757 discloses a cohesive product.  Nor has Petitioner met its burden of 

showing that Carl, Pereira, or EP ’757 discloses tackifiers present in an 

amount effective to disrupt the crystalline structure of the elastomer and 

maintain the elastomer in a partial polycrystalline state such that the 

elastomer possesses a cohesive property.  Accordingly, Petitioner has not 

demonstrated a reasonable likelihood it would prevail on the ground that 

claims 1–4 are anticipated by Carl, Pereira, or EP ’757. 
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V. CONCLUSION 

Petitioner has not demonstrated a reasonable likelihood that it would 

prevail on the grounds that:  (1) claims 3–6 are anticipated by Coe; 

(2) claims 3 and 4 would have been obvious over Coe and WO ’445; (3) 

claims 3 and 4 would have been obvious over Coe and Schäfer; (4) claims 

1–4 are anticipated by Carl; (5) claims 1–4 are anticipated by Pereira; and 

(6) claims 1–4 are anticipated by EP ’757. 

ORDER 

For the reasons given, it is 

 ORDERED that the Petition is denied, and no trial is instituted. 
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