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UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

 

AKER BIOMARINE AS and 

ENZYMOTEC LTD. and ENZYMOTEC USA, INC., 

Petitioner,  

  

v. 

 

NEPTUNE TECHNOLOGIES AND BIORESSOURCES INC., 

Patent Owner. 

____________ 

 

Case IPR2014-00003
1
 

Patent 8,278,351 B2 

 

____________ 

 

Before LORA M. GREEN, JACQUELINE WRIGHT BONILLA, and  

SHERIDAN K. SNEDDEN, Administrative Patent Judges. 

 

GREEN, Administrative Patent Judge. 

 

ORDER 

Denying Petitioner’s Motion to Compel Additional Discovery  

37 C.F.R. § 42.51(b)(2) 

 

Petitioner, Aker Biomarine AS (“Aker”), has filed a Motion to 

Compel Additional Discovery seeking additional discovery from Patent 

Owner, Neptune Technologies and Bioressources Inc. (“Neptune”).  Paper 

82.  Patent Owner opposes the Motion (Paper 83), and Aker filed a Reply 

                                           
1 Case IPR2014-00556 has been joined with this proceeding. 
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(Paper 86).  The burden is on Aker, as the moving party, to demonstrate that 

it is entitled to the relief requested.  37 C.F.R. § 42.20(c). 

An important Congressional objective in passing the Leahy-Smith 

America Invents Act was to provide a quick and cost effective alternative to 

federal district court patent litigation.  See H. Rep. No. 112-98, at 45-48 

(2011).  With that goal in mind, the statute passed by Congress and the rules 

implementing the statute provide for limited discovery.  See 35 U.S.C. 

§ 316(a)(5)(A); 37 C.F.R. § 42.51(b).  A party seeking discovery in an inter 

partes review beyond what is expressly permitted by rule “must show that 

such additional discovery is in the interests of justice.”  See 35 U.S.C. 

§ 316(a)(5)(B); 37 C.F.R. § 42.51(b)(2).  The legislative history of the AIA 

makes it clear that the interests of justice should be confined to “particular 

limited situations, such as minor discovery that PTO finds to be routinely 

useful, or to discovery that is justified by the special circumstances of the 

case.”  154 Cong. Rec. S9988-89 (daily ed. Sept. 27, 2008) (statement of 

Sen. Kyl).  In light of those objectives, as well as the time deadlines imposed 

by Congress on these proceedings, Senator Kyle also commented that it is 

anticipated that the Board will be conservative in granting leave for 

additional discovery.  Id. 

The Board considers various factors in determining whether requested 

additional discovery meets the standard of “necessary in the interest of 

justice” under 35 U.S.C. § 316(a)(5), including the following factors set 

forth in Garmin Int’l, Inc. v. Patent of Cuozzo Speed Techs. LLC, Case 

IPR2012-00001 (PTAB Mar. 5, 2013) (Paper No. 26) slip. op. at 6-7:  (1) 

the request is based on more than a mere possibility of finding something 
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useful; (2) the request does not seek the litigation positions of the other 

party; (3) the information is not reasonably available through other means; 

(4) the request is easily understandable; and (5) the request is not overly 

burdensome to answer.   

Petitioner seeks additional discovery from Patent Owner of the 

following documents:  1) an email to Tina Sampalis regarding CaPre (RX-

0456C) dated August 9, 2010; 2) Volumes I–III of a transcript of the 

deposition of Tina Sampalis; 3) a Report on NKO (RX-0398C); and 4) the 

transcript of the deposition of Pierre St-Jean, as well as Exhibits 4 and 5 to 

that deposition.  Paper 82, 1.  Aker states that it “knows these documents are 

within Neptune’s possession” as Neptune already produced the documents in 

a prior ITC investigation.  Id.   

In particular, Neptune notes that we instituted as to certain of the 

challenged claims on an anticipation challenge over Beaudoin I.  Id. at 3; see 

also Paper 22 (Decision on Institution), 29.  According to Aker, Neptune 

contends that Beaudoin I cannot anticipate the claims because Beaudoin I 

requires a heating step, which would result in degradation of the 

phospholipid and/or omega-3 fatty acid through hydrolysis and oxidation.  

Paper 82 (citing Patent Owner Response, Paper 66, 22).  Aker argues that 

the requested documents comprise addition evidence that contradict 

Neptune’s position.  We address each of the requested documents in turn. 

1) Email to Tina Sampalis regarding CaPre (RX-0456C) dated 

August 9, 2010 

According to Aker, CaPre is a krill oil product that contains 

eicosapentoic acid (“EPA”) and docosahexaenoic acid (“DHA”) bound to 

lipids.  Paper 82, 10.  Aker argues that the “email contains data which 
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contradict Neptune’s claims that the alleged heating step of Beaudoin 

‘would result in phospholipid and/or omega-3 fatty acid degradation through 

hydrolysis and oxidation.’”  Id.  Aker argues that the data is relevant and 

useful as Neptune relies on data based on the heating of soybean oil to 

demonstrate what happens when the Beaudoin I krill oil is heated.  Id. at 10–

11. 

Neptune responds that Aker has not demonstrated how the testing of a 

finished commercial product, that was manufactured almost a decade after 

the priority date of the ’351 patent, is useful in demonstrating how a crude 

krill oil extract produced by the method disclosed in Beaudoin I would 

respond to heat.  Paper 83, 5.  Neptune responds further that Aker could also 

obtain the information by other means, such as by testing its own 

commercial products, or by testing a sample created by the process disclosed 

by Beaudoin I.  Id. at 6. 

We agree with Neptune.  Specifically, Aker has not demonstrated how 

the testing of the CaPre commercial products is useful in determining how 

the krill oil extract produced by the method of Beaudoin I would react to 

heating.  Moreover, Aker also has not indicated why it cannot obtain the data 

by other means, such as by performing its own experiments on krill oil 

products.  Thus, Aker has not demonstrated that the request for additional 

discovery of the email to Tina Sampalis regarding CaPre is in the interest of 

justice, and we thus decline to compel Neptune to produce the requested 

document. 
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2) Volumes I–III of a transcript of the deposition of Tina Sampalis 

Aker notes that Tina Sampalis in the “sole named inventor of the ’351 

Patent and an officer of Neptune.”  Paper 82, 11.  Aker asserts that her 

testimony is useful to support its position that “there is no meaningful 

difference between Beaudoin I’s methods and the ’351 Patent methods.”  Id.  

In addition, Aker argues that that the testimony discusses statements that are 

inconsistent with Neptune’s position that heating the krill oil product of 

Beaudoin I would result in degradation of the phospholipid and/or the 

omega-3 fatty acid.  Id. 

 Neptune responds that the nearly 900 pages of testimony of Dr. 

Sampalis covers three full days of testimony, covers multiple topics, and is 

replete with Neptune’s confidential business information, such as Neptune’s 

sales, distribution chain, and business plans.  Paper 83, 6.  Moreover, 

Neptune argues that the testimony that Aker contends is useful pertains to 

Neptune’s commercial manufacturing processes, and is thus not relevant.  Id. 

at 7.  Moreover, Neptune argues that to the extent that Dr. Sampalis’s 

testimony relates to the process of Beaudoin I, Aker could have its own 

experts provide that information.  Id. 

Aker’s primary reason for seeking discovery of the transcripts of Dr. 

Sampalis is that the transcripts contain testimony that is inconsistent with 

positions taken by Neptune.  We remind both parties that they are subject to 

the ongoing, self-executing obligations of routine discovery, i.e., evidence 

and information that a party must provide to the other side.  See, e.g., 

BlackBerry Corp. et al. v. Wi-Lan USA Inc., Case IPR2013-00126 (PTAB 

Aug. 19, 2013) (Paper 15) slip. op. at 2 (noting that “routine discovery under 
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37 C.F.R. § 42.51(b)(1) is self-executing and self-enforcing.”).  Routine 

discovery under Rule 42.51(b)(1) includes “relevant information that is 

inconsistent with a position advanced by a party,” which must be served 

with the filing of documents or things that contain the inconsistency.  37 

C.F.R. § 42.51(b)(1).  The rule, however, does “not make discoverable 

anything protected by legally recognized privileges such as attorney-client or 

attorney work product.”  Id.  The fact that the information may be business 

confidential, however, does not shield it from routine discovery.   

Thus, to the extent Neptune has knowledge of non-privileged 

information that is inconsistent with its position regarding the effect of the 

heating step on the crude krill oil product produced by the process of 

Beaudoin I, it is already obligated to provide that information to Aker as part 

of its required disclosures.  37 C.F.R. § 42.51(b)(1)(iii); see also Garmin, 

slip. op. at 3-4, (routine discovery under (iii) “is narrowly directed to 

specific information known to the responding party to be inconsistent with a 

position advanced . . . , and not broadly directed to any subject area in 

general within which the requesting party hopes to discover such 

inconsistent information.”).  As Aker has not provided another reason 

demonstrating that the requested additional discovery from Neptune of 

Volumes I–III of a transcript of the deposition of Dr. Sampalis is in the 

interest of justice, we decline to compel Neptune to produce the requested 

documents. 
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3) Report on NKO (RX-0398C)   

According to Aker, Neptune is arguing that the claim requirement in 

claims 5 and 28 of “ʻa concentration of free fatty acids of about 5% w/w’ 

should be construed to require 2.5%–7.5% w/w free fatty acid” in order to 

distinguish the claims from Beaudoin I.  Paper 82, 11.  NKO, Aker asserts, 

“is Neptune’s krill oil product that Neptune says contains the claimed 

phospholipid and practices the ’351 patent.”  Id. at 12.  Aker contends that 

the report contains data “that undermines Neptune’s position that its narrow 

proposed construction should be chosen because it is ‘consistent with’ the 

presence of intact phospholipids.’”  Id. 

 Neptune responds that “[c]laim construction is a question of law on 

which this confidential study, created six years after the ’351 Patent priority 

date, has no bearing.”  Paper 83, 7.  We agree.  That is, the Board interprets 

claims using the “broadest reasonable construction in light of the 

specification of the patent in which [they] appear[].” 37 C.F.R. § 42.100(b); 

see also Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756, 48,766 

(Aug. 14, 2012).  Thus, the Report on NKO would have little, if any 

relevance, to how the claim phrase of “a concentration of free fatty acids of 

about 5% w/w” should be construed.  Aker, therefore, has not demonstrated 

that the requested additional discovery would be in the interest of justice. 

 

4) Transcript of the deposition of Pierre St-Jean, and Exhibits 4 and 5 

to that deposition 

According to Aker, the above-mentioned deposition transcript and 

exhibits “relate to Neptune’s own repeats of the Beaudoin process.”  Paper 
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82, 12.  Aker contends that the documents “are especially helpful to 

contradict Neptune’s claims that Beaudoin does not result in the claimed 

phospholipid.”  Id. 

 Neptune responds that the transcript and exhibits relate to Mr. St-

Jean’s “failed attempt” to repeat the method disclosed by Beaudoin I.  Paper 

83, 7–8.  Thus, Neptune contends the documents are “irrelevant to how a 

person of ordinary skill in the art would faithfully repeat the Beaudoin 

patent.”  Id. at 8.   

 We decline to compel Neptune to produce the transcript of the 

deposition of Pierre St-Jean, as well as Exhibits 4 and 5 to that deposition.  

Again, Aker’s primary reason for seeking discovery of the transcript and 

related exhibits that the documents contain testimony that is inconsistent 

with positions taken by Neptune.  If the documents in fact contain evidence 

of inconsistent positions taken by Neptune that are not protected by legally 

recognized privileges such as attorney-client or attorney work product, 

Neptune is already obligated to produce the documents.  As Aker has not 

provided another reason demonstrating that the discovery of the documents 

from Neptune is in the interest of justice, we decline to compel their 

production. 

 

 In addition to opposing Aker’s discovery motion, Neptune argues that 

“the Board should expunge the portions of Aker’s Motion that are . . . 

unauthorized arguments on the merits and wholly unrelated to Aker’s 

discovery requests.”  Paper 83, 1; id. at 8–12.  We do not disagree with 

Neptune that Aker’s Motion contains unauthorized argument that relates to 
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the merits of the patentability challenges, which is inappropriate in a motion 

for additional discovery.  Although we will not expunge portions of the 

Motion, we will not consider those arguments, nor the exhibits filed with the 

Motion, in deciding the merits of Aker’s patentability challenges in the final 

written decision. 

Accordingly, it is:  

ORDERED that Aker’s Motion to Compel Additional Discovery is 

denied; and 

FURTHER ORDERED that we decline to grant Neptune’s request to 

expunge portions of Aker’s Motion. 

 

 

For PETITIONER: 

 

Amanda Hollis 

amanda.hollis@kirkland.com 

 

 

For PATENT OWNER: 
 

Dean Farmer 

dfarmer@cooley.com 
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