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UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
____________ 

 
BIOMARIN PHARMACEUTICAL INC., 

Petitioner,  
  

v. 
 

GENZYME THERAPEUTIC PRODUCTS LIMITED PARTNERSHIP, 
Patent Owner. 
____________ 

 
Cases IPR2013-00534 (Patent 7,351,410 B2) 

IPR2013-00537 (Patent 7,655,226 B2)1 
 

____________ 
 

Before LORA M. GREEN, JACQUELINE WRIGHT BONILLA, and 
SHERIDAN K. SNEDDEN,  
Administrative Patent Judges. 
 
GREEN, Administrative Patent Judge. 
 

ORDER 
Conduct of Proceedings  

37 C.F.R. § 42.5 
 

A conference call was held on Tuesday, September 16, 2014, among 

Filko Prugo and Christina Schwarz, representing Patent Owner, BioMarin 

Prarmaceutical Inc. (“BioMarin); Gerald Murphy and Lynde Herzbach, 

                                           
1 This order addresses issues that are the same in the identified cases.  We 
exercise our discretion to issue one order to be filed in each case.  The 
parties, however, are not authorized to use this style heading in subsequent 
papers. 
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representing Petitioner, Genzyme Therapeutic Products Limited Partnership 

(“Genzyme”); and Judges Green, Bonilla, and Snedden.  A court reporter 

was present on the call, and a transcript is to be filed in due course as an 

exhibit.2 

 Petitioner requested the call to request authorization to submit 

supplemental information pursuant to 37 C.F.R. § 42.123(b).  In response, 

Patent Owner wished to discuss obtaining authorization to file a motion to 

expunge Petitioner’s Exhibits 1182 and 1183.   

 According to Petitioner, Patent Owner continues to object to Exhibit 

1002, which was filed with the Petition, on grounds of authenticity.  Exhibit 

1002 is an internet posting of a purported Duke press release.  Petitioner 

explained that it recently obtained a copy of the original press release from 

Duke University, using the services of Ms. Beth Nichol, who is an 

Investigative Associate at Nichol Investigative Services, LLC.  Ex. 1182.  

Petitioner wishes to submit Exhibit 1182, an affidavit of Ms. Nichol, as 

supplemental information, and not just as an exhibit to its Opposition to 

Genzyme’s Motion to Exclude Evidence (Paper 60). 

 Patent Owner responded that to allow Petitioner to file the motion to 

submit supplemental information is prejudicial to Patent Owner, given the 

late stage of the proceedings, as oral argument is scheduled for October 3, 

2014.  Thus, they would be responding to the motion at the same time they 

would be preparing for oral argument.  Patent Owner also noted that if 

Petitioner were to file such a motion, it would be entitled to take the 

                                           
2 This order summarizes the statements made during the conference call.  A 
more detailed record may be found in the transcript. 
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deposition of Ms. Nichol.  Petitioner stated further that it was unclear how 

could they preserve any objections to the evidence.   

 We noted that one of the major issues throughout these proceedings 

has been the authenticity of Exhibit 1002.  See, e.g., IPR2013-00534, Papers 

57 and 60 (Genzyme’s Motion to Exclude Evidence and BioMarin’s 

Oppostion to the Motion to Exclude, discussing the authenticity of Ex. 

1002).  Moreover, Patent Owner specifically requested authorization to file a 

motion to expunge Exhibits 1182 and 1183, and thus was already 

contemplating filing an additional paper before the October 3, 2014, hearing 

date.  Thus, we explained that we did not find that Patent Owner would be 

unduly prejudiced by allowing Petitioner to file its motion to submit 

supplemental information.  Moreover, we explained that allowing both 

parties to file a paper setting forth their positions regarding Exhibits 1182 

and 1183 would preserve the issue for any appeal. 

 Petitioner is authorized to file a motion to submit supplemental 

information, which is to be no more than 15 pages, and is due 5:00PM ET, 

September 23, 2014.  Petitioner is authorized to file a 15 page opposition to 

the motion, which is due by 11:59PM, September 30, 2014.  In addition, 

both parties may discuss the papers at oral argument. 

Patent Owner and Petitioner should also work together to arrange for 

the deposition of Ms. Nichol.  Patent Owner may set forth any objection to 

the evidence discussed in the motion, as well as any observations on the 

cross-examination of Ms. Nichol.  In that regard, we note that the 

observation should follow their usual form.  That is, the observation must be 

a concise statement of the relevance of precisely identified testimony to a 
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precisely identified argument or portion of an exhibit (including another part 

of the same testimony).  An observation is not an opportunity to raise new 

issues, to re-argue issues, or to pursue objections.  Each observation should 

be in the following form:   

In exhibit ___, on page ___, lines ___, the witness testified ___.  
That testimony is relevant to the ____ [stated or argued] on 
page ___, lines ___ of ___.  The testimony is relevant because 
___.   
 

Each observation should not exceed one short paragraph.  We may decline 

consideration or entry of argumentative observations. 

 

Accordingly, it is:  

ORDERED that Petitioner is authorized to file a motion to submit 

supplemental information pursuant to 37 C.F.R. § 42.123(b).  The motion is 

to be no more than 15 pages, and is due by 5:00PM ET, September 23, 2014; 

FURTHER ORDED that Patent Owner is authorized to take the 

deposition of Petitioner’s declarant, Ms. Beth Nichol (Ex. 1182); 

FURTHER ORDERED that Patent Owner is authorized to file an 

opposition to Petitioner’s motion to submit supplemental information.  The 

opposition is due by 11:59PM, September 30, 2014.  In the opposition, 

Patent Owner may discuss any objections it may have to the supplemental 

information, as well as any observations on the cross-examination of Ms. 

Nichol.   
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For PETITIONER: 
 
Gerald Murphy 
MaryAnne Armstrong 
Eugene Perez 
BIRCH, STEWART, KOLASCH & BIRCH, LLP 
gmm@bskb.com  
maa@bskb.com  
etp@bskb.com 
 
For PATENT OWNER: 
 
Raymond Mandra 
Leila Marcovici 
Christina Schwarz 
FITZPATRICK, CELLA, HARPER & SCINTO 
rmandra@fchs.com  
lmarcovici@fchs.com  
cschwarz@fchs.com 
 
Filko Prugo 
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