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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 
 

CAO GROUP, INC., 
Petitioner 

 
v. 
 

THE PROCTER & GAMBLE COMPANY, 
Patent Owner 

____________ 
 

Case IPR2014-00796 
Patent 5,989,569 
____________ 

 
 
 

Before ERICA A. FRANKLIN, DONNA M. PRAISS, and 
SCOTT E. KAMHOLZ, Administrative Patent Judges. 
 

KAMHOLZ, Administrative Patent Judge. 

 

 
 

ORDER 
Conduct of the Proceeding 

37 C.F.R. § 42.5 
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By email dated June 9, 2014 (copy attached), Patent Owner The 

Procter & Gamble Company (“P&G”) requested a conference call with the 

Board regarding what it perceives as substantive differences between the 

original and corrected Petitions filed by Petitioner CAO Group, Inc. 

(“CAO”).  A conference call was conducted on June 10, 2014.  At the 

Board’s request, CAO filed a mark-up comparison of the original and 

corrected Petitions.  Ex. 1007.  A second conference call on this issue was 

conducted on June 16, 2014. 

The original Petition was filed May 21, 2014.  Paper 1.  A Notice of 

Filing Date Accorded was issued on May 29, 2014, directing CAO to file a 

corrected Petition in which no attorney argument is presented in the claim 

charts, and in which the proper line spacing is employed throughout.  Paper 

6.  CAO filed a corrected Petition on June 5, 2014.  Paper 10. 

When asked to give one example of a substantive change in the 

corrected Petition, P&G identified a sentence in the middle-right cell of the 

claim chart appearing on page 11: “A viscous fluid or a gel would be 

adhesive to some degree.”  The original Petition instead included the 

statement: “A viscous fluid or a gel would inherently, or at least obviously, 

be adhesive to some degree.”  Paper 1, 9 (emphasis added); see also 

Ex. 1007, 17 (mark-up comparison).  P&G argues that the excision of the 

words “inherently, or at least obviously,” changes the nature of CAO’s 

argument substantively, such that P&G is unsure which version of the 

argument it must respond to.  In an email dated June 10, 1014 (copy 

attached), CAO argues that support for the original argument may be found 

at pages 10, 13, and 26 of the corrected petition. 
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Upon review of the mark-up comparison and consideration of the 

parties’ positions, we agree with P&G that the specific change discussed 

above is of a substantive nature.  We are not persuaded that the pages CAO 

cites in support of the original form of the argument sufficiently capture the 

nature of that original argument, nor do those pages explain that they refer to 

the altered argument in the claim chart.  We have not scoured the corrected 

Petition, or the mark-up comparison, to determine whether there are any 

other substantive changes. 

We note, as well, that the claim charts of the corrected Petition still 

contain attorney argument.  For example, the passage in question constitutes 

argument, because it uses the words “would be.”  The statement does not 

identify the location of a fact in the evidence of record; rather, it presents an 

argument about how the reference would be interpreted, or acted upon, by 

one of ordinary skill in the art.  During the conference call on June 16, 2014, 

we identified other instances of argument in the claim charts on pages 10-12 

of the corrected Petition, by way of example.*  Argument is inappropriate in 

claim charts, the purpose of which is to compare features of a claim with 

specific evidence.  See Office Patent Trial Practice Guide, 77 Fed. Reg. 

48,756, 48,764 (Aug. 14, 2012). 

For these reasons, we determine that CAO’s corrected Petition 

remains non-compliant.  CAO is given a final opportunity to submit a 

compliant Petition.  The “second corrected” Petition shall be a 

re-presentation of the corrected Petition, in which each sentence in the claim 

charts that contains argument is deleted.  These sentences shall not be edited, 

moved to the narrative, or in any way modified except by wholesale 

                                           
*We have not reviewed the rest of the corrected Petition. 
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deletion.  CAO also is directed to submit an exhibit with the second 

corrected Petition that shows a mark-up comparison of the second corrected 

Petition relative to the corrected Petition.  The mark-up comparison should 

demonstrate that the corrections to the Petition include only appropriate 

deletions from the claim charts. 

P&G’s due date to file a Preliminary Response is reset to no later than 

three months after the date CAO files its second corrected Petition.  See 

37 C.F.R. § 42.107(b).  P&G is authorized to address in its Preliminary 

Response any substantive changes or arguments in claim charts that it 

perceives in CAO’s second corrected Petition. 

Accordingly, it is hereby 

ORDERED that CAO’s corrected Petition (Paper 10) is deemed 

noncompliant and will be given no further consideration on the merits; 

FURTHER ORDERED that CAO is authorized to file a second 

corrected Petition by June 18, 2014; 

FURTHER ORDERED that the second corrected Petition shall be 

identical to the corrected Petition (Paper 10), except that each sentence in the 

claim charts that contains argument shall be deleted in its entirety and not 

reintroduced elsewhere in the second corrected Petition;  

FURTHER ORDERED that CAO shall file a mark-up comparison of 

the second corrected Petition relative to the corrected Petition as an exhibit 

accompanying the second corrected Petition; 

FURTHER ORDERED that CAO’s lead counsel shall certify that no 

changes have been made to the second corrected Petition, relative to the 

corrected Petition, other than those specifically authorized by this order; and 
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FURTHER ORDERED that P&G’s due date to file a Preliminary 

Response is reset to no later than three months after the date CAO files its 

second corrected Petition. 

 
 
For PETITIONER: 
 
Edgar R. Cataxinos 
J. Jeffrey Gunn 
TRASKBRITT, P.C. 
ERCataxinos@traskbritt.com 
JGunn@traskbritt.com  

 
For PATENT OWNER:  
 
David M. Maiorana 
John V. Biernacki 
Kenneth S. Luchesi 
JONES DAY 
dmaiorana@jonesday.com  
jvbiernacki@jonesday.com  
kluchesi@jonesday.com 
 
David M. Weirich  
THE PROCTER & GAMBLE COMPANY 
weirich.dm@pg.com  
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___________________________________________________________________ 
From: Kenneth Luchesi [mailto:kluchesi@JonesDay.com]  
Sent: Monday, June 09, 2014 1:10 PM 
To: Trials 
Cc: David Maiorana; John V Biernacki; Diane L. Hughes; David Weirich; Barry, Amanda; 
foust.am@pg.com; Edgar R. Cataxinos; Jeff Gunn; Stephen E. Pulley; Diane C. Romero; 
TLPalfreyman@traskbritt.com 
Subject: IPR2014-00796, -00797, -00798 -- Request for Conference Call 
  
PTAB:  
 
Patent Owner The Procter & Gamble Company respectfully requests a conference call for 
IPR2014-00796, IPR2014-00797, and IPR2014-00798 at the Board's earliest 
convenience.  Patent Owner seeks this conference call to discuss defects in CAO Group, Inc.'s 
Petitions/Corrected Petitions, substantive changes made in the Corrected Petitions, and the filing 
dates accorded to the Petitions/Corrected Petitions.  
 
Counsel for Patent Owner is generally available on Tuesday afternoon through Friday of this 
week.  Counsel for Petitioner is available Tuesday afternoon, Wednesday 11:00AM-2:00PM 
(Eastern), or Thursday 11:00AM-1:00PM and 3:00PM-5:00PM (Eastern).  
 
Regards,  
Kenny  
 
 
Kenneth S. Luchesi 
Associate  
JONES DAY® - One Firm Worldwide℠  
North Point, 901 Lakeside Ave. 
Cleveland, Ohio 44114 
Office +1.216.586.7059  
Email: kluchesi@jonesday.com  
 
 
========== 
This e-mail (including any attachments) may contain information that is private, confidential, or 
protected by attorney-client or other privilege.  If you received this e-mail in error, please delete it 
from your system without copying it and notify sender by reply e-mail, so that our records can be 
corrected. 
========== 

  



Case IPR2014-00796 
Patent 5,989,569 
 

 7

___________________________________________________________________ 
From: Stephen E. Pulley [mailto:SEPulley@traskbritt.com]  
Sent: Tuesday, June 10, 2014 8:44 PM 
To: Trials 
Cc: dmaiorana@jonesday.com; Kenneth Luchesi; jvbiernacki@jonesday.com; 
weirich.dm@pg.com; Barry, Amanda (barry.at@pg.com); foust.am@pg.com; 
dlhughes@jonesday.com; Edgar R. Cataxinos; Jeff Gunn; Diane C. Romero; Timothy L. 
Palfreyman 
Subject: IPR2014-00796, -00797, -00798 -- Petition Comparisons, MS Word Version 
  
Judge Kamholz: 
  
Petitioner CAO Group, Inc. has submitted, via the PTAB’s filing system, PDF Exhibits showing 
differences between the Corrected Petitions for Inter Partes Review and the original Petitions 
for Inter Partes Review for IPR2014‐00796, IPR2014‐00797, and IPR2014‐00798.  As requested 
and authorized by Your Honor, Petitioner also attaches to this email Microsoft Word versions of 
the Corrected Petitions with tracked changes. 
  
To facilitate the panel’s review in light of today’s phone conference, Petitioner identifies the 
discussed example of alleged substantive changes (removal of the phrase “inherently, or at least 
obviously,” from “A viscous fluid or a gel would inherently, or at least obviously, be adhesive to 
some degree”), and the identification of supporting language in the argument section, at the 
following pages of the attached comparison documents: 
  

IPR2014‐00796 Petition Comparison:  
  
               Argument ‐ pp. 10, 26 (“… Gaglio expressly or inherently discloses each and every 
element of claims 1‐3, 6, 7, 10, 11, and 13 of the ‘569 Patent.”);  
  
               Claim Chart ‐ p. 13. 
  

IPR2014‐00797 Petition Comparison:  
  
               Argument ‐ p. 10 (“… Gaglio expressly or inherently discloses each and every element of 
claims 1‐3, 6, 7, 10, 11, and 13 of the ‘811 Patent.”);  
  
               Claim Chart ‐ p. 13. 
  

IPR2014‐00798 Petition Comparison:  
  
               N/A (different claim language at issue). 
  
Regards, 

  
  
Stephen E. Pulley 
Registered Patent Attorney 
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230 South 500 East, Suite 300 
Salt Lake City, UT 84102 
T: 801-532-1922|800-900-2001 
F: 801-531-9168 
  

 

 
 

CONFIDENTIALITY NOTICE: This message, together with any attachments, may be legally privileged and is confidential information intended 
only for the use of the individual or entity to which it is addressed. It is exempt from disclosure under applicable law including court orders. If 
you are not the intended recipient, you are hereby notified that any use, dissemination, distribution or copying of this message, or any 
attachment thereto, is strictly prohibited. If you have received this message in error, please notify the original sender and delete this 
message, along with any attachments, from your computer. 
  
 


