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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 
 

UNIFIED PATENTS, INC., 
Petitioner, 

 
v. 
 

PERSONALWEB TECHNOLOGIES, LLC and  
LEVEL 3 COMMUNICATIONS, 

Patent Owners. 
____________ 

 
Case IPR2014-00702 

Patent 5,978,791  
 

____________ 
 

Before KEVIN F. TURNER and JONI Y. CHANG,  
Administrative Patent Judges. 
 

CHANG, Administrative Patent Judge. 

 
ORDER 

Conduct of Proceeding 
37 C.F.R. § 42.5 
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On May 22, 2014, a conference call was held among respective 

counsel for Petitioner and Patent Owner, and Judge Chang.  Petitioner 

initiated the call to request that the time period for filing the patent owner 

preliminary response be shortened.  Further, Patent Owner requested leave 

to file a motion to stay the instant proceeding and an opposition to 

Petitioner’s motion for joinder.  We addressed each of the parties’ issues in 

turn, but we started with the Patent Owner’s requests first. 

The Petitioner filed a petition to institute an inter partes review of 

claims 1-4, 29-33, 35, and 41 of US Patent No. 5,978,791 (“the ’791 

patent”), as well as a motion for joinder to join with IPR2014-00057, which 

was instituted on April 15, 2014.  Papers 1 and 3.  According to Petitioner, 

the instant petition is substantively identical to the petition filed in 

IPR2014-00057, except that the instant petition does not include the ground 

of unpatentability that was not authorized for institution.  Paper 3, 2.  

Claims 1-4, 29-33, and 41 of the ’791 patent (but not claim 35) also are 

challenged in IPR2013-00082, in which a final written decision was issued 

and Patent Owner filed a notice of appeal on May 20, 2014.  See IPR2013-

00082, Papers 83 and 84. 

During the conference call, Patent Owner requested authorization to 

file a motion to stay the instant proceeding pending the termination of the 

appeal from the final written decision entered in IPR2013-00082.  Patent 

Owner argued that conducting the instant proceeding concurrently with the 

appeal would place a burden on the parties and it would not be an efficient 

utilization of the Board’s resources.  In response, Petitioner alleged that 
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staying the instant proceeding would prejudice Petitioner, because the 

average time for an appeal to the United States Court of Appeals for the 

Federal Circuit is about 10.5 months, which would cause substantial delay in 

the instant proceeding. 

As noted by the Board during the conference call, the Board has not 

decided whether to institute an inter partes review in the instant proceeding 

or whether to grant Petitioner’s motion for joinder.  At such a preliminary 

stage, it is premature to decide whether to stay the instant proceeding.  

Notably, should the Board decide not to institute an inter partes review, the 

issue of whether to stay the proceeding would be moot.  For the foregoing 

reasons, Patent Owner’s request for leave to file a motion to stay is denied. 

Patent Owner further requested authorization to file an opposition to 

the Petitioner’s motion for joinder.  Patent Owner disagreed with Petitioner 

that the instant petition is substantial the same as the petition filed in 

IPR2014-00057.  According to Patent Owner, Petitioner failed to identify 

the real parties in interest in accordance with 35 U.S.C. § 312(a)(2).  Patent 

Owner also indicated that it will request addition discovery as to that issue 

should the Board institute a trial in this proceeding.  In response, Petitioner 

requested leave to file a reply to Patent Owner’s opposition.   

Upon consideration of the parties’ contentions, the Board determined 

to provide both parties the opportunity to brief the issues in connection with 

Petitioner’s motion for joinder.  Further, upon inquiry from the Board, the 

Patent Owner did not object to a two-week shortened time period for filing a 

preliminary response. 
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Accordingly, it is: 

ORDERED that Patent Owner’s request for authorization to file a 

motion to stay is denied; 

FURTHER ORDERED that Patent Owner is authorized to file an 

opposition to Petitioner’s motion for joinder by June 5, 2014, limited to 

10 pages; 

FURTHER ORDERED that the patent owner preliminary response 

also is due on June 5, 2014; 

FURTHER ORDERED that Petitioner is authorized to file a reply to 

Patent Owner’s opposition by June 12, 2014, limited to 5 pages; and 

FURTHER ORDERED that a copy of this Order be entered into the 

file of Case IPR2014-00057. 
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PETITIONER: 
Michael L. Kiklis 
Scott A. McKeown 
OBLON SPIVAK 
cpdocketkiklis@oblon.com 
cpdocketmckeown@oblon.com 

 

PATENT OWNERS: 

Joseph A. Rhoa 
Updeep S. Gill 
NIXON & VANDERHYE P.C. 
jar@nixonvan.com 
usg@nixonvan.com 

 

 

 


