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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 
 

ORACLE CORPORATION 
Petitioner,  

 
v. 
 

THOUGHT, INC. 
Patent Owner. 
____________ 

 
Case IPR2014-00117 (Patent 6,985,912) 
Case IPR2014-00118 (Patent 7,103,600) 
Case IPR2014-00119 (Patent 7,167,862)1 

 
 
Before KARL D. EASTHOM, BARBARA A. BENOIT, and STACEY G. 
WHITE, Administrative Patent Judges. 
 
WHITE, Administrative Patent Judge. 
 

ORDER 
Conduct of Proceeding 

37 C.F.R. § 42.5 

                                           
1 This Order addresses an issue pertaining to all three cases.  Therefore, we 
exercise our discretion to issue one Order to be filed in each case.  The 
parties are not authorized to use this style heading for any subsequent 
papers. 
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A conference call in the above proceedings was held on March 7, 

2014, before Judges Easthom, Benoit, and White.  Vaibhav Kadaba and 

Steven Moore participated on behalf of Petitioner and Abraham Hershkovitz 

participated on behalf of Patent Owner. 

On February 19, 2014, Mr. Hershkovitz filed Motions to Withdraw as 

Counsel in each of the above noted proceedings.  IPR2014-00117, Paper 12, 

IPR2014-00118, Paper 11, IPR2014-00119, Paper 13.  In each of these 

Motions, Mr. Hershkovitz indicated that he had been informed that Patent 

Owner had retained alternative counsel.  Id.  To date, however, no other 

counsel has appeared in these matters for Patent Owner.  During the call, 

Mr. Hershkovitz maintained that it was still his understanding that 

alternative counsel has been retained.  We are not inclined to allow Mr. 

Hershkovitz to withdraw at this time.  Therefore, we dismiss, without 

prejudice as to refiling, Mr. Hershkovitz’s Motions to Withdraw as Counsel.  

During the conference, Mr. Hershkovitz agreed he would confer with Patent 

Owner regarding its legal representation in these matters.  Mr. Hershkovitz 

indicated he would inform Patent Owner that it may be without 

representation if Mr. Hershkovitz files another motion seeking withdrawal 

from these matters.  If a new motion to withdraw is filed, it must contain a 

representation that counsel discussed these issues with Patent Owner or 

made a good faith effort to have such a discussion. 

Petitioner raised a question during the call regarding the possibility of 

withdrawing certain claims and certain prior art references from the petitions 

currently pending in these matters.  Petitioner is to confer with Patent Owner 

regarding the proposed withdrawal.  Petitioner is then authorized to file a 

motion to withdraw proposed grounds of unpatentability.  In the motion, 
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Petitioner should indicate with particularity which grounds and claims it 

seeks to remove from this case.   

In consideration of the foregoing, it is hereby: 

ORDERED that Mr. Hershkovitz’s Motions to Withdraw in the 

instant proceedings are dismissed without prejudice as to refiling; 

FURTHER ORDERED that Petitioner is authorized to file a motion to 

withdraw proposed grounds of unpatentability by March 14, 2014, limited to 

5 pages;  

FURTHER ORDERED, in the alternative, that Petitioner and Patent 

Owner are authorized to file a joint motion to withdraw proposed grounds of 

unpatentability by March 14, 2014, limited to 5 pages; and 

FURTHER ORDERED that if the parties do not file such a joint 

motion, Patent Owner is authorized to file an opposition to Petitioner’s 

motion to withdraw proposed grounds of unpatentability, limited to 5 pages, 

within 3 business days of the date of filing of Petitioner’s motion. 
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PETITIONER: 
 
Vaibhav P. Kadaba  
Steven D. Moore  
Kilpatrick Townsend & Stockton LLP  
wkadaba@kilpatricktownsend.com  
smoore@kilpatricktownsend.com 
 
PATENT OWNER: 
 
Abraham Hershkovitz 
Eugene C. Rzucidlo 
HERSHKOVITZ & ASSOCIATES, PLLC 
AHershkovitz@Hershkovitz.net 
GRzucidlo@Hershkovitz.net 


